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annual perfonnanct agreement ,hall incorporate measurable goals as delineated in au 
8lUlUal performan~ pfaD agreed to by the Commissioner arid the Secrotary. II 

-1 P&i.e 11, line 24: strib= ":oni)-" for •. ~"'and insert in lieu th~of". The President shall 
--/\ provide notificetiOt1 of any iUcb. removal to both Houses ofConaross." 

rage J4, JI.ues 24-25. ,ttike ~;~ o..., ... h.,jiddi do...- . . 
Page 15, lines 21 .. 22, strike "the Commissioner for the year involved'" and ins~ "level n 
of the Executive Schedule under $Cttion 5313 of Title S" 

Page 16, after lu)e 21, insert the following Dew subsection: ""(0) Section 2302(b)(8) 
(relating to wtUstlebIower proteCtion) and wbistleblower related provialonB in Chapter 12 
(coverinS the role ofthc Oftice ofSpeciaJ Counsel)." 

Page 21, line 7, after "develop", insert "hiring practices," 

Page 21. line 1S, delete"and 3320" end insert "3320, 3$02 and 3504" 

Page 25. atnh lines 14 through 16 md insert "(5) TRANSITION PROVlSIONS.-(A) On 
or after'" 

Page 25. line 18, strike "may" and blsert l'the Pre61dem shall appoint a Commissioner of 
Patents and Tmdemaiu who will" 

Page 2S. line 20, strike "is appointed" and insert "qualifies" 

Page 25, line 20,. "(a)." .. insert '1'he .President shall bot rn.ake more than one such 
appointment under this subs«tion. It 

Paso 33, strike line 10 

Page 33, line 11, strike "(1)" and insert tl(a)" 

Page 33, :strike line 17 and all that foUows through page 34,. line 11. and ins~ "(b) 
R.ePREsEN'rA nON BY nm DEPAA'l'MENn)f lUSDC£.":,,, The United St&tcs Patent and 
rradeDlark Office shall be deemed aD ag~ey of the United States for purp~ 
U.S.C.516." --

.~--' .. __ 0.'--"':':- . 

,l. il u 
lZIou 
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JUly 10. 1996 (9:56 B.m.) 

1:1 

etanJ proposa],s to the Office of Management and 

Budget M changing OT proposi'ng to change pat­

ent or tnuJemark user fees (JT' patent or trade­

mark -regulations. 

U(D) l~ECURJTY CI.F..ARANCES.-TM Com­

missi.oner, in consultation with the Director of 

the Off tee of Personnel Management, shall main­

tain a program for identifying national security 

positions and providing for appropriate secu,rity 

clMranCes. 

"(3) TERM.-TM Commissioner sMJJ. seroe a 

term' of ,Ii yr,(J,T!I, and may c.ontinue to serve after the 

expiration of the Commissioner's term until a SIiCces­

SOT is . appointed and assumes ojJice. 7'he Commis­

sioner may be reappointed to subsequent terms. 

"(4) OAT H.-The Commissioner shall, befMe tak­

ing office, take an oath to discharge faithfully the du­

ties of the OjJice. 

(1(5) COMPEN8ATION.-The Commi.'sioner sMJl 

receive compensation at the rate of pay in effect for 

level II of the Executive Schedule unckr section 5313 
Cl££.~ CdIJTUCr:] 

of title ~ 

"(6) REMOVAL.-The Commissioner may be re- !: ~ 
'"'fIt; kU Sl4llf lDiiiJii .... '"tltfl: 'I.P.~ 

m01,.·edfrom o./Jit'.t by the PresidC'nb~~for 8QMse. r"dtSW6." An194~ 
If '-rt.-rIC: ~ I .J.a Ie.t& Hou.'iQ 

tF&'Jrr55. 
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Honorable carlos J. ~oo~head 
Chail:llIaU, SUbcommittee on Court" 

and Intellectual Property 
CUllunl t t.ee on t.he Judi ciary 
House nf. Repr~sentat i ves .. 
welsh1ngton. D.C. 20515-62:1.9 

V~ar Mr. Chairman: 

FROM:WEINBERG, J. P.2/4 r • ': THE IICAeTARY OF COIIIIMlRe. 

\ /

. W~n. D.C. eo2SC 

..... ~ SEP I 2 1996 

'l'hank you· fnT. your letter regarding Title I ot N.R. 3460. The 
Department of Commerce is plp.I'I~F'r'I t:h~t WCI h:avc h .... n abloe. 1.1..1 work 
toglllther in a truly bipartisan effort too "reinvent" t.he Patent 
and T;nldernark Ofr ice. WP- A[ll?r.eaiatc your atol1ff' .. amI RanKing 
Metnber S:;:hroe<!or'liI stOiiff' a work to address the AdIninist,"ation' R 
concerns with Titlp- T. ~e Adminictr~tion beli~v~~ that the 
changQS that we have Grafted together in the en bane floor 
manaq-er's amentimp.l1t. will crQate un organizatlvu c:onsi.etent. with 
the eseential principles of the Vice PreB1d~nt'a vieion tor a 
Perfopmanc~ 8BR~d or~animaeion, ~o tureh~~ uur mutual goal of 
creating a more efficient ~nd effective p~tent and tra~emark. 
offieR. T.n 1iSht (If theoo changes, th~ Mm1n:lstri'ltion strongly 
~upports House passage of H.R. 3460 with the en bane manager's 
antf'lnnment. 

Tt ig our joint vil!l.on t.o l"lc!l.v~ a more businesEl-like patent and 
trademark organization that can better eerve the public and the 
innov.toJ.'1:j who"c ideas ~".t! the eng:Ltle of growth for our economy. 
By g~anting tha DeW 6~gani&ation operational flexibility in 
exch:il.nge fo~ gJ:eaLHI' iic!;!O\1ntability for ~chievin9 measurable 
goals, delineated in an armual performance agreement. hp.t.ween t.hw 
Secretary or C~erce and the Commissioner, the bill mnkQs that 
vision a reality. 

It ie also our joint view that the Executive Bri"lnch must., aD you 
pu~ 1~, "be able to_~8tablish an integrated policy on commercial­
tt.nd technology ifI..iUe6,· ·By ma.kiJiq clear thll"t. the bill ... d<!tco Dot 
~lle~ the ~ec~etary or Commerce's statutory responsibility tor 
directing. patent and trademark policy with Tp.speQt to ehQ dutie~ 
vI: the J,lar.ent an~ Trademark Oft1ce~ we have enllu7:Gd the 
contin\,11ty of approp7:iAte policy clireet.~ nn and overaight .• 

We also belieVE! that othel: changes yon .&ave added to o.Cldre$~·­
Administration cancernB;'sUC&-~ ensuring that there is .­
independent Inspec.t.Qr General_rN"p.rIiI;crht andadcquDt~ JjllWl!ltmIU:;!l 
s~teguard8, will str~ngthen acco~ntability mechanisms that we all 
endorSG. The Administration ~61 a.lso pleaged that the I::!U ~nc 

---.-
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The Honorable Carlos J. MQorhe~d 
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FROM: WE INBERG, J. 

• manager's amendment addrQsses the central constitutional and 
policy COllcerns o! l.ht! Department ot Justice with Title I. 

P.3/4 

We Ar~ con~llL~~d to con~inu1ng to'work togethGrthia year and in 
the future to perfect t.his bipartisan cffoX't to invent iinAW thl2 

t>at~lll d.ud Trad@maX'k. Ut:tice 80 that it will remai~ one of the 
Nation's moat impor~.nt reeourCe8 for protecting and ~"couraging 
1.1Jtt. vreem1nence ot American innovation. we believe, . for example. 
that t,here 18 still further work that we must do t.o ~ddreSB our 
concerns in tne area of procurement. where we believe that thu 
exemptions a.re broader t.han neceS:;Iary to provide t.hl!l f·laxitlili 
to1es requ1red. . 

H.R. 3460 c:ontains five ot-her titles t:hat we believe will 
substantially improve the level of' pl;lt&nt protoot;:Lon provi .... eu 111 
the United State$. These pa~ent reforms are supported by the 
AdministrOltiorl and Olre of gorP.Plt importance to the Nal;.:ion·~ 
economic competitiveness. We hope that they can be enacted in 
legislation this seB~ion, 

Title II provideR 'n,' tho publication of pot-ent d.Vvlications 
eighteen months after the date on which they are filed or from 
the date on whi~b the ea~lie~t ~cferen~ed apvll~a~10n was tiled. 
This publication will help prevent economic dieruption by those 
who now rip.lay the 9'r~nt of pa.t;ents to I;:Jl.Len<1 the:! .... period of 
prQcection untairly. It will a1Bo promote patent law 
harmnn:hli1ltion that in tll\:! lODge:r teLlu will make it eaaier and 
cheaper for our small businea~e9 and individu~l inventora to 
obtain protection abroad, as well aR discouraging duplicat~.ve 
research. As a safeguard for those whose appUcationA a.r~ 
publiened, 1t e8t~li5he~ ~ pr~lsional patent right that alloWS 
a patent owner to obtain a reasonable royalty 1f, between the 
date of publicatiuu ~nd t.he tl/;lee of grant, anotht!lr party 
infringes an invention aubstaotially idf.'inticaHy claimod i.n the 
pub11ehed ap~l!~atlon and the ~tent: Also, it makes somP. . 
administrativt! delays a basis tor extension Of the Pf'!~.Pr.t 1:0%111, 
1:0 eI1Su,t'11 tbat diligent applicants lire fully procected. 

TiLl..: In create.s ill c1efense t.o an infringement action for part-),oe 
~hat can establish pri-or use in canmerce. 1nclucH n9 \.\lie in .. the -
dt:!IIJ,gn. tosting. or production in the united States of a produet 
or service before t.he da.te a patent application 1Ai0l1il f:l.l.od in the 
united states or ~efore the pr-iority f~lin9 ~te. This ensures 
that inventors, wno do not seek patent prol" .... "tion. wi"i'i not. be 

-preclu~ed unf~i~ly from practicing their invention by' other . 
inventors who later 'obtain patent ~t.Rr.tion for I:he a~-­
invention. .-- .,- -

-- --.. -
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FROM: WE I NBERG, J. P.4/4 

'I'i tla IV is aimed at AnHllri ncr that inventoTo o.re fully inCCJL'med 
prior to entering into a contract for invention development 
services, It Rll':('1 provides a oO\u£le of. Qct.ion if thtt t:I~rV'lce 
provider makes fraudulent claims or neglects to disclose matR~1al 
inf()rm~t," n1'l to the inventor. 

'l'"tl@ V amende; the po.t.ent l'eeXaminllt;\.Oll ~t:'CJcedure to allow 
grGater participation of third parties Who request reexamination 
and e:Kpandc t.he grounds for ~xaU\..i.mtLion. 3nhanced reeaxamination 
procedures will provide a less expen~ive and more timely 
altorno.tive to eOl!ltly VClL~Ut.;. lit.1gi1tion. 

LClstly, Til:.l!:! VI contains Eleveral lIliscellanoouR or "houElekeepir.g" 
amendments, inol~ding one to ensure that our law provides 
p~luL~ly cons19ten~ with our obligations to WTO countries and one 
toauthor~za I;)ubmission of patent applications through elE!~\"Ynn:lr. 
m(!dia. However, tne DllIpartment of J~st1ce opposes section 604 
and the Administration urges that this provision be dp.1Atp.d, The 
rGcovery ot attorneys' fees by individuals and small. businesses 
from the (Jovel."nment in cases brought pursuant t.o :;HI TJ, S. c. 
~ 3~gela) is already provided in the ~qual Access to Justice Act 
(EAJA) I 28 lJ, S. c. § 2412 (d). By C::Qntraa~ t.n ~A"A. Election G04 
would provide for atto~eys' f.ees even where the position taken 
by the Government is substantially jUAtified by the l~w. This 
provisiou would, in fact, place the Government in a worse 
position than a private def~nnRnt in ~ pAtent infringement euit, 
against whom attorney fees can be awarded in "exoaptional" oaseB. 
The provieions wou]n rHBcoura~e aPI?:ropriatc IIl!1ttlel1'lents emil 
engende~ unnecessary litigation, by allowing private litigants to 
reject reannnnh1.e lIIectlement of!!::X"c oafe in the knowl.t!dge that 
the GOvernment will pay their attorneyo' fees even if they are 
awttynp.d darnageQ It;l9E1 th3n tho .ettlam~mt ocret'. For theRe 
reasons, the Administration will contin~e to seek deletion of 
Sect10ll C01. ))afore tinlll Congre2!5iuu~1 action on chis 
legislation. 

Onoe again, we thank you for your commitment to working together 
in che "pirit of b.i.Vj;l~·l.isan cooperation to oraft legislation that' 
provides fOl' impor!:ant patent reforms to hell,> to ensure our 

. nfttion' S (:vul..l.lI",ed economic growtn. Tbe Adm.1nietration strongly 
supports House passage of H.R. J460 with the en banc ~nager'B 
Ilmel'1I1"I~u L; • 

-- _ .. 
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Option Ai' In the event the President removes the commissione~ C1L Patents and Trademarks, the President shall notify both Houses of~ ~ 
Congress and should, to the extent he deems it appropriate, rf-c... -: 
communicate the reasons for the removal. I~ ~ 
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Memorandum 

Subject Date 

Proposed amendments to H.R. 3460 September 10, 1996 

To 

Andrew Fois 
Assistant Attorney General 

From 7?BvJ 
Randolph D. Moss 
Deputy Assistant 
Attorney General 

We have reviewed the proposed letter of the Department of 
Commerce setting forth the Administration's views on H.R. 3460. We 
suggest one revision. After the last full paragraph on the first 
page of the letter (which concludes with a reference to the 
constitutional and policy concerns of the Department of Justice), 
add the following new paragraph: 

The amendment itself, however, raises a new concern in that it 
would impose a requirement that the President "cbmmunicate the 
reasons for" removing the Commissioner to both Houses of Congress. 
The Constitution's very structure suggests the importance of 
maintaining the hallmarks of "executive administration essential to 
effective action." Myers v. United States, 272 U.S. 52, 134 
(1926). The President's removal power is an important tool for 
achieving this goal. The amendment's practical effect could well 
be to disrupt the President's ability swiftly to discharge an 
official in whom the President loses confidence. As such, the 
reporting requirement may in its practical operation function as a 
barrier to effective executive administration. 



E X E CUT I V E OFF ICE o F THE PRE SID E N T 

10-Sep-1996 03:50pm 

TO: (See Below) 

FROM: Jeffrey A. Weinberg 
Office of Mgmt and Budget, LRD 

SUBJECT: Update on HR 3460 - Patent Reform 

I understand from Commerce staff that: 

1. The letter has not been sent but Commerce staff and Peter 
Jacoby have discussed it with subcommittee staff. 

2. Subcommittee staff have rejected the Counsel's Office 
substitute language on removal of the Commissioner. Hill staff 
have offered a floor colloquy saying that the intent of the 
provision in the manager's amendment is notification of Congress 
of removal by the President. 

3. Subcommittee staff say that Justice's problem with section 604 
of the bill - attorneys' fees - is for the Administration to work 
out with Rep. Frost, the sponsor of the provision. 

4. Subcommittee staff are pressing for a letter of unqualified 
Administration support for House passage of the bill, with the 
current manager's amendment - without any mention of items 2 and 3 
above. 

Peter Jacoby may be contacting you and Justice to discuss. 

Distribution: 

TO: John A. Koskinen 
TO: Deborah L. Shaw 
TO: Dorothy Robyn 
TO: Elena Kagan 

CC: Kenneth L. Schwartz 
CC: Louisa Koch 
CC: Robert Nabors 
CC: Jonathan D. Breul 
CC: James C. Murr 
CC: James J. Jukes 
CC: Robert G. Damus 
CC: Steven D. Aitken 
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Option Ai In the event the President removes the Commissioner of 
Patents and Trademarks, the President shall notify both Houses of 
Congress and should, to the extent he deems it appropriate, 
communicate the reasons for the removal. 

Option B: In the event the President removes the Commissioner of 
Patents and Trademarks, the President [shall/should] communicate 
the reasons for the removal to both Houses of Congress to the 
extent that the President determines [, in his sole discretion,] 
that communicating the reasons for the removal would be consistent 
with effective administration and supervision of the executive 
branch [and would not otherWise interfere with the exercise of the 
powers or duties of the Office of the President]. 

Option C: In the event the President removes the Commissioner of 
Patents and Trademarks, the President [shall/should] communicate 
the reasons for any such removal to both Houses of Congress, except 
to the extent that the President determines[, in his sole 
discretion,] that communicating the reasons for removal would be 
inconsistent with effective administration and supervision of the 
executive branch [or would otherwise interfere with the exercise of 
the powers or duties of the Office of the President] . 

* underlined language makes clear what we believe would be the 
correct construction of the provision even if that language is not 
included. 

'1 V\ ~ eM. '\ l· I \ ~\.AA L Lt,'l . 
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SEP-10-SB 10,48 FROM,OMB 10, 

DEPUTY DIREt:TOR 

FOR MANAGEMENT 

TO: 

FROM: 

RE: 

EXECUTIVE OFFICEOFTHE PRESIDENT 
OFFICI':; OF MANAGEMENT AND SUDGET 

WASHINGTON, D.C. 20503 

September 10, 1996 

Elena Kagan 

John A. Koskinen 

HR3460 

PAGE 

My email system is down so I'm faxing my response to you re: the above. The proposed 
language is acceptable to me. 

cc: Weinberg 
K. Schwartz 
D.Robyn 
Nabors 
Mozingo 
Koch 
Gaisford 

1/2 



In the event the President removes the Commissioner of Patents 
and Trademarks, the President should communicate the reasons for 
any such removal to both Houses of Congress, except to the extent 
that the President determines, in his sole discretion, that 
communicating the reasons for removal would be inconsistent with 
effective .administration and supervision of the executive branch 
or would otherwise interfere with the exercise of the powers or 
duties of the Office of the President. 
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DRAFT 

Ronorable carlos J. Moorhead 
Cha1rman, .SUl)cormn1ttee on Court-a 

and Intellectu~l ~roperty 
Committee on the JUd1c1~ry 
House of Repre~entatives 
Washington, D.C. 20S15-621~ 

Dear Mr. Chairman: 

Thank you for your letter regarding Title I of H.R. 3460. The 
Department of Commerce ip pleased that we have been able to work 
together in ~ truly bipartisan effort to ·rein~entN the Patent 
and Trademark Offioe. we appreciate your staff's and Rankinq 
Member Schroeder's staff's work to addreQs the ~inistrat1oD's 
~nn~Arn~ with Title I. The Adm1ni9tration believes that the 
changes that we have crafted together in the en bane floor 
mana.crer' 9 ClTn4l'l1dmATH'. hAVP. ~r.p.il~.p.d Ii hill that embodies the 
essential principles of the Vil;e PI'ealdellt' s visiol1 of: a 
porformanQ~ Di\liIlad oraani:r.At -I on, t'n fllrt.hAT' NIl'" 1'I'II/t-." III 1 g(')~' of 
creating a more efficient and effeotivQ patent and trademark 
office. 

Ie ia our jo1Pt vic ion to have a more bUB~neeB-likQ patent and 
t.radel'lark organ1zation that can better serve the public and t.he 
innovators who_~ idea~ are the engine of g~owth for our coortomy. 
By granting the new organi~ation operational flexibility in ---
e:x;chll1'lgc for gre.ater account~bility for achieving meaeurf.lble 
reeults, the bill makes that vision a roality. 

!t is also our joint view that the Executive Branch must, as you 
put. it, "be abll;! tu t!l:iLttLlltih dU 1111.t=\:J4cll..~1.l J,)lJllcy VII !;!umml;!.L·l,;l<'ll 
ilnd technOlogy issues. II By making clailI:' thtlt the bill dUt!1ii nut. 
alter the $ecretary Of Commerce's staeutory respons1b~11cy tor 
directing patent and trademark policy, we have ensured the 
continuity ot appropriace pOlicy direction an~ oversight. 

We ~l~o believe that other changes that you have added to address 
Administration concerns, such 8.S ensu'ri ng that. t,he t.herf.! 1" 
independent Inspector General oversight and adequate personnel 

[. 

safeguards, will Bt~engthen accountability mechanisms that we all 
endorse. The Administration is also pleased that tbe en bane 
manager's amendment addresses the central ConBtitutional &nd 
policy con~erne of the Department ot JUstice with Title I. 

We ~re committed to continuing to work together this year and in 
the fUtu~e, as necessary, to perfect thie bipartisan effort to 
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invent anew the Patent and Trademark Office so that it will 
relNlin ena at the nat 10n' 13 muy t lUIPOI;l..c:lUI. J.I:;!I;IUiJ.I-'t,;titlil rOL' 
protecting and encouraging the preeminence of American 
innovation. we ~e11eve, for exumplG, that there ~S atl11 turther 
work that we m\1~t- d.o to ilddrese our concernB in the areas of 
procurement, where we be~ieve that the exemptlons are broa~er 
than necessary to provide the flexibilities required. 

H.R. 3460 contain~ five other titles that we believa will 
substantially improve the leval of patent protection provided in 
the United States. These patent reforms are supported by the 
~inietration and are of great importance to the Nation's 
~conom1c competitiveness. We hope th~t they ca~ be enacted 1" 
legislation thig session. 

Title II provides for the publication of patent ~pplications ' 
p.ight.p.p.n mo~thQ after the date on which tney are tiled or from 
the'date on which the earliest reCe%'encel;i application was filed. 
Thh': p\\bl ~ 1"!11Iti nl'l wi" hAlp prp.v~nt economic disruption by those 
who now delay the gtant Of patents to extend their perioQ of 
protection unh,i:dy. It will also I""'r,\mnt~ IV't-Al'Il" "IW 
h~rmoniEation that in the lunger term will ~ke it easier and 
dho~por for ou~ ~~ll bU8inogge~ and individu_l invantor~ to 
obtain protection abroad, as well as discouraging duplicative 
rel!lell.~Clh. ,ACJ"" o~foguard. for thoee whose applica.tions .ra 
published, it establishes a provisio~l patene right tnat allows 
u pa.l.ent owner CO obtain 11 rco,aona.bl.c rOYl11ty if, betwQcn the 
Qate of publication and the date of grant, another par::y 
.i.~l!rin8'el!l an invention 8ubmtantilllly identically clel,imed in the 
publiShed application ~nd the patent, Also, it makes some 
dowlIlu.1I:jL..t.d-l..l\l1o! l1elayl'J a bU;l.8 ten: c~ten.,ion of the patent term. 

Titl e Ttl I:lrp.at.BS a c1et~lltits Lu doll lur",'.I.U!:Iw\III:!Ul (j.l.:l_1QIl ro.e P'u' Ll"'EI 
that can establish prio~ use in commerce, including use in the 
~es1gn, tesc~ng, or production in the un1ted states or a proOuct 
or service before the date a plAeent appl.it:atioll WIlS filEld ill th~ 
Uni teC1 State~ or the 1)etore the prior:!. ty til1ng c1at-e. '.1'his 
ensures that inventors, ' who do not seek patent protection, will 
not be precludec3. unfairly from practicing tbe1r i1:I.ventiQn by 
other inventors who later obtain ~atQnt protection for the same 
invention. 

Title IV is aimed at ensuring that inventors are fully informed 
~rior to ente~ing into a contract for invention development 
e~rvic~s. It also provides a oause of action if thQ service 
pl"ovider makes £:taudulent claims or neqlects to disclose material 
information to the inventor. 

Title v amends the patent reexamination procedure to allow 
Ql.'E!CiL,er partiCipation of third parties Who request reexmnioation 
and expanda t.be 9'rounds tor e~1nation. Enhanced reexamination 
IlT'OC'lp.durp.R will provide a less expensive and more timely 
alternative to COBtly patent litigation. 

P,4/9 
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Lastly. Title V! contains several miscellaneous or uhouaekeeping~ 
I:Ull~ut.itllt!ula i~lClud:l.llg one to ensure our l<'lW providea priority 
consistently with our obligations to W'l'O countries and one to 
aut:hor1ze BUbm:i.kltlJ.()U I,I( p~L..I:Ult application" through elect:ron~.c 
media. Howeve~. section 604 of Title VI ie of concern to the 
lJepilronent of JUstioe 0 TllH I·tl~tHJUt.i rUl I..hl:!lr C:Ol"lCet:ll are 
att~ched to this letter. We hope tba~ we will be able to improve 
thi$ prov1sion, aa we nave eo much else in the bill. 

Once again. we ttlank.you tor your cOlll!1'lil;ment to working ~oge~ber 
in the spirit of bipartisan cooperation co craft legislation, 
fJupportec1 by the AdnI1nistration. that prov1aeB tox' 1rtlpLJI'CaUL 
patent reforms to help to ensure our nation's continued economic 
grnwth. 

Sinyerely, 

Ilnclosurp. 
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Addit1on~1 Comments on N.R. 3460 

The Department ot Just1ce iti o~IJolS~d lou tI~l.,:l.l.UH 604 ur TIL11iI VI. 
The recovery ot attorneys' fees by individuals and amall 
Du~ineBgeB from tne Government in cases bro~ght pursuant to 
29 U.S.c. § 1498(al is alr.eady ~rovided in the Equal Access to 
Justice Act (RAJA), 28 U.~.c. M Z41~(d). ~y. contrast to ~AJA, 
section 604 would provide for attorneys' fees even where the 
pos1~1on taken by the Government is sub6e~tiai!y juutitie~ by 
the law. This provision would, in faet. place the Gove~nment in 
a worse position than a private defendant in a patent infringe~ 
mant suit, against whom attorney fees can be awarded in 
"exceptional" cllaes. The proviS1ons WQl,llo discourage 2I.ppropl.'iate 
aettll:!n~llLs and en~ender unnecee:sary litigation, by allowing 
private litigantl5 to reject reasonable settlement offer .. safe in 
~he knowledqe that the Government will pay the~r attorneys' fees 
even if th.y are awarded damages less than the settlement offer. 

P,6/9 
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EN BANe AMJNDMENT TO N.R. !WtiU 
OI1'EBD BY MR. MOORHEAD 

Page 4, strtke I.Ine5 17 .. 25, lIud iuaM in Jic:u therc:ofthc tollowiDs: 

It(b) Omcu,-no Uni1ed State:; Patent aa4 Trademark Office shall maintain itlJ 
princJpal office in the metropoUtaD Walhinatoft. D.C. area. tor the lOI'\'ice otprQCelS and 
papers aod fOt the pUIpOM of OI1'I'Yln, out. itA ~ers. duties and obJiaations under this 
M, The United StU Patwt and Trademark Offlce tbaall bo deemed. COl' the ,litpOIes of 
VAlUO in eM! doni, tc be I rftid8ftt of the district in which its principal otl'ice is 
looCOd. The United States hum IIld ....... uwk 04ioe TJtt'i eltlblllh aatellite oftiet.~ in 
such places IS it conaidm DCC.&IU')' ad appropriate in the OODduet of its bu&iness," 

Pase :0, Uno J 0, wen .. , under the policy dltec.tiun ~r UI.IIO SOWCOW)' of Comm~c:' after 
"OftiOC" ' 

Page 1 l. strike Une 3 and alldlat follows tluouIblinc 6 

Parc 11. inIert after Une (; "(c) CoNSTlWCTlON.·MNothina ill this section ,hall be 
construed to nul1~. void, ctDCeJ or interrupt InY pendiu, n:quefit·for1>foposallct or 
ccmtraa! iaaued by the Ooncnl Scrvi\.'ft AdlnWatratioo for th~ spooific purpose of 
re1t.elllin8'" t..iae apace to, the United States Patent aDd Trademark Office." 

Pasc 12. liDc 4, after "l11IM;,'" inMrt "and sbaU ,frive CO meet !he ,oats Jet forth in Iht' 
pDl'tocmanc- agreement desc:ri.be4 in sub£t«lon (.') below'· 

Page 12, lines 6-7, iDSert ''. anel UDd« tM policy dicootlon ot" after t'thrWJb" 

PJase 12. lines 14·15. insert ". and under tht polioy ~OD of." after ''through'' 

Page 13. line 21 ,'delete "levelU·' and ilWllt "l.vel IlI"'. 

Paae 13, line 22. after "'tldo 5' lnaert "and. in aCldJrlOilt may recelv~ II 11 bonus, an amo\1l1f 
wlUch would raiN totaJ OOnlp8ll5ltioo to the I4'livaleltt onile lcvel of the me ofpay In 
efted tor lovoJ I of the Executive 8ohedulo UDder lecdon 5)1' oftitl~ ~. based upM an 
evaluation by the Sec:maq ofCoauncrce of the C'.ommissioner's perfonnancc as defined 
in aD 'OP\1l1'pDI'foDnan~ asreomcnt botwllD 1hc C011lI1\i.slioucr and tht Semwy. The 
amual perfonnaoce aarecDlOlU Iballlnwrpol1lic ,lIlcuurabJc SOU as dclincatcxl in an 
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Pap 13, line 24. strike "0Dly for cauae" and insert in lieu dleleof". The President shall 
communicate 'the 2'CU01U11Or all)' IUCh remJ;Wal1O bOIh Houses of Congress." 

Paa' 14, 1iDc:a 24·2S.lb'Ike "an Inspector General &lid such other" 

rasc 15, Unce 21-22. sttike "the Ccmmiliioner for dw " .... involvM" .nd'imwt "lc:vel n 
of the Executive Schedule under section 5313 ofTitJe S" 

PaF 16, alter 1iJU: 11, lascrnile fOllowing new '\1\11Col1un; ''"(0) S~'1iQIl2302(b)(8) 
(rdaiing to whiltle:t,lower protection) pd wht~t1cblower rehrted prOVkioDJ In Chapter 12 
(coverin,c the role of the Office of Special Comuel)." 

Pap 21, lme 7. tftc.r "develop", inHrt ''hiriII.a pracd~§," 

Page 21. liDe 1'. dolctc '·80113320" and inRrt ·'3320, 3502 lAd H04" 

Paae 25, sttib li~ 14 thMuJb 16 and iuert "(5) TRANSmON PROVlSJONS.-(A) On . 
01 after" 

Pile 2S, liPe 18.lI1rike "may" 1114 inaet ''the PmtdcDt ahall appoint a Comm.iaai~ (\f 
Patcmts m;1 nademarb who WUl" 

Pale 2', ame 20, dar "(a).", insert ''The President Ihallnot make mon: tbu ODe such 
appointment UDder this lu\»ectiOlt. ,. 

Page 33, strike line 10 

Pap 33,l1u 1l,I1rikc "(1)" mid iUIiClt "(a)" 

Paac 33, Ifrike line ) 7 and aU that follows throUJh :pa .. 34, line 11~ II1cl insert "(b) 
lUPRIlENTATION BY THBDBPAITMINT OF rumCI!.-Tbe UrufGd StIdIIII JatilCUlM.ud 
Trade •• Oftiot "1 be deemed an agemr.y nf'dt8 UnJte4 Stat. for ~~ or 28 
U.S.C. 516." 
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ragc 34.lino 12, IlIrib "(4)"" m4 insert "(0)" 

Page 34, striko lints l6 and all that foUows 1hroup pap 36, liDc 1~ 

Pa .. 36.1trib linea 13-21t. 

Pap 38, Iblo 18. 1:0am "only" after -be used" and bcd"OT'e "for the" 

Paje 38, llDe 23, tnJert "0Z1Jy" aftet "be used·' and before "for the" 

Pap 40, Itrik(; line 4 a.nd all that follow. through pile 41. Une 17. and redeaiptc 
followiDi aec:tiool acoord.ingly 

Paae 41, line 20, strike "otherwi.e provided in this title" and inJtrrt "relates to the 
dttecdon of pit eDt and trademark pDlicy" .twt "Exc.ept Un 

Paae 47, ttrib lines 14.11 and inlttt ',(20) SectiOllll(1} ofthc: wpootor General A~ of 
1978 (S U.S.C. App.) il amen4cd by lnscrtlDK "or the Commln1onet ofPatentA and 
Trademarkl" after "Social Sewdty Adminlltration". S~UOD 11(2) otthc 1nspector 
Genoml A.ot of 1978 is am~Ddod by ~1iDI''1he United SWellatent and 'l'rademll'k 
ot&c • ., del' "S~iol SecuritY AdmiGiSU'ltioO"'." 

PalO ~8, 81$e 1111 .. 1 S Ihrougb 161lld insect "international appUcation filed under the 
RIlt)' defined in MCtiOft 351(1) otthu ti~ desiiQltlna the Unlk'.d States W\Ckr Altlclo 
21(2)(l) of.ucb baty, the date ofpubJication oftbe ap." 

Paje 60, line 4, baacrt "armed In lMion 3' 1 <a) ofthia \hit" after "treaty" 

PIF 61, 51rike all that fhnows "patent" ill line, throuah .... ~" in line 12. 
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(j/~ ....... 

September 6, 1996 

~MORANDUM POR: DISTRIBUTION 

FROM: WEINBERG, J. P.2/8 
UNWED MATIS alllAATNIENT 0' COMMERCE 
OffIce of ,he Gen.,.1 Caunll' 
Wauhln!i1\on. D.C. 20230 

FROM: Bugenie Barton (482-044S) 
Office Of the Assistant General Counsel 

for Legislation and Regulation 

SUBJECT: Amendmentp to H.R. 34GO 

Attached is the En Banc Manager's Amendment as received from the 
('omm, r.t-.p-p.. We have a problen'! wit.h the failure to delete the 
MilIlagement Mv~ory Committee's input from the performance rK 
aontract. T h1tVA Illso spoken to Elena KaqllrL, of the Whits House 
Counsel'S Office, who is drafting a. replacement sentence for the . 
Congressional notif~t:lillt.ion provision for Monday. I am al.sO I 
attaching an advanced draft uf a letter to the Hill should theBe 
:i.~OUOD be r~lJol.vod_ Thia: l",ttAT" ~ M IilllO circulat.;ng within the 
Departmp~t, but I wanted you to have it as qUickly as possible. 

Please advise ASAP 1f you have any other problema with the 
ManAge~'~ ~ndmcnt. I will b. out of tha offic~ on Mnnri~y and 
Tuesclay. Plea.9~ call Miohael T.evitt (482-3151) or Ellen Bloom 
(482-3663). Tha.nk8. 

At taclun"!111. 

1)1:S·.I.'KI~UTJ;()N : 

Do~othy 1<obyn 
Bllen Bloom 
James CaBtel.J.o 
T,ouiaa KOCh. 
Jeff Weinberg 
Rob Nabor,. 
Stevl;I Kelmall 
Mike Levitt 
Bob Rideout 
Carmen Guzman-Lowrey 
John Kamensky 
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EN BANC AMENDMENT TO H.R.1460 
. OIl'FERBDBY MR. MboRHEAD ' 

rlF 4, strike lines 17-2S.1W1 insert in Ueu Chereofthe foUowma: 

"(b) OFPICES.-The Unlted States Patellt and Trademark Office sball maintain ita 
ptinctpal ()fftoG in the mccropoHtan Ww.jn,gton. D.C. Ill'CIa, for tho scrviCQ of 1'100011, and 
pRpeT"l IIJld for 1he purpose of carryina out its powct'S. d\ltle$ Ill1d obligatioM under this 
Act. The United States Patent and Trademark Office shall be deemed, for the purposes or 
v6l1ue in ~ivil actions, to be a resident ot'the district in wblch lts prlnc;lpal office is . 
loolltoct 'nUt United Stab" PatAtnt IlI\d Ttadem~ OftiM lMy t.lltRblish satellite Oftloell in 
such places IJ8 it considers n~ecsaat)' and appropriate in the condlJd of'its bUsiness," 

Pag~ S, liuc 10, 1nacJ.1 ", \lOdcr tho policy ditcCJtiaa. of the Seor.ttvy of Comm~." after 

"om"" 

Page 11, strike lino 3 and all that followl tbroup line (; 

Page 11, insert after line 6 "(0) CONsrRUCTIO'N,··Nothing In this section shall bt 
oonatrued to nullify, 'Void. cancel or intemJpt any pauling request .. for.proposallct or 
conu.:t iB&ucd by the (Jenoral Sorvicel Adminittntion for tho sp'ClIOe purpOliO of 
reloeating or leaslna Space to the Ulli1ed Sta1es Patalt and Trademark. Olllee," 

P'F 12.. line 4, atter "mazmer". inst;rt "'and sl1t1lltrlve to meet the: goals lIet forth 1u 111.1: 
pcd"onnance agreement dolcribcd in subsection (~) below" 

Pa,,12.line» 6-7, insert ", 8Ild undertbe polioy direotioo of:' after "throup" 

Page 12,linb$ 14·15. inseJt ~I. and undc the poUcy direction of," after "through" 

P.13,line21, delete "level Ir' andJ.nsen"lcwcUJr". 
, '. 

Pilge 13, line 22, after "title 5" insert "and. in addition. aia.y receive as a bonus, on amowt 
wbiabwould raise total compemtilion to the equivalent of'the level of tile lito of pay in 
c1'rcl>t for kvol I of tbcs ~ Sohodul. UDder section 5,312 c>ftltle S. based U90ft an - .-
uvaludcm by tho Secrer.ry ofCowoerce ofthe ComntlQiDllCl"s pert'o~ as defined 

'~iIl aD armual per1orDwsoe asreemcnt between the Commission. and the Sett:ct.uy, The 
'11IJl~.JJCtrormanr.e agreement IIb1.tl1ilcorpo,.to nacuw&ble.oab nil delinat.d in 11r'~ 

._-op,-
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annual periOl'lllllDOO plan propoacd 'by the Commi ssioner, -.Ret oonsultlnt with thfl 
MIan.,ement Advisory BOII'd." 

paae u, line 24. IUikc "oN), fur cause" Ind iJvJGrt. in lieu thereof n. The: PrcllicSet .hall 
comm,micate rhe reasons for any such removal to both Houses of Congresa. It 

Pase 14, lines 24-25, strike Han Jnsp~ 0eaeraI anc1IUcb othoI" 

Past 15, Unea 21-22. strike ''the ConuniSiioner fur the yell involved" and ill_rt I'loyol n 
afthc Bxcoutive Schodulo under soctlon 5313 of Title S" 

Pqc 16. after line 21. iuacrt the following new subaootlon: ""(0) SectJems 2302(b){R) 
(relating to whlltloblowcr proteCtion) and wbistleblowcr telatecl provLtlon. in Chapter 12 
(coverinB tile role oftheOmco of $pcclal Counsel)." 

Page 21. line 7, after "develop", insert "hiring practiocs," 

Pago 2.1, Unc IS, dolcto "and 3320" and. inacrt "3~20. 'SO~ 11K 3$04" 

Pap 2S, Slrike !We 14 through 16 and insert 'l(S) TRANSmON PROVJS10NS ... -(A) On 
crafter" 

Pap 2S, line 18, strike "may" end lDsert "the Preaident lhallllPpoint a Commls91oner of 
Patart& and Tradomlfks who ",W" 

Pap2~, Uno 20, ",trike iIJ appointed" and insert "qullUicsti 

Pap lS, line 20, a.tter ·'(a).", hIsert ·'tho PR&ldcnt Bhalll)Ot ul8.ko lnOR than 0110 mch 
.ppointment Wlder this S11hAr.etinn." 

, Page 33, a1rike line 10 

r. 33. 519ko lllle 17 and all thItt fOUOWII duvu61' par 34. Une..ll, u.d iawlllrt u(b) 
llBPRESPNI'A'I'1nW RV 11m DBPAllnGNT6FJu8T1CB._M 'n\e Unltacl state& Patent and 

-. - '- TfldCPl8lt Oat" sball be deem_ III QCll(l1 of1bo VniZl Slatea for purposoa of2!.-
.. ,,- ,U.~ '16." ._- ,'--' - ~ 

..... _-
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P4," 34, line 12, IUike "(4)" and insert "(c"f , 

'aao 34. 5trite Ib1~ 16 cmd all tbaUollowalhroush pap J6, line lZ 

Paac 36. strike lines 13·24. 

Page 37, ,triM lines I-I! anc:l re4ea1gnate !aUowinS RQUOIl5 ~J 

Pa. 38, liIle 18, insert uon1y" after "be ~ed" md before "for theM 

Palo ", Une 23. ,lnsort "only" aftu "be us~ .. cd befon u£or the" 

Page 40, strike liDe 4 and all that follows through PliO 41, Uno 17. and redesignau" 
fonowan$ sectloJl5 IOCOl'dlnlly 

Pap 41, line 20, strike "otherwise providecl iD this title" and i11sert "relales 10 the 
direotion of patent IWd tIadeznark policy" after "B~t asD 

Pare 47. shike llnes 14-18 and insert "(20) Secmon 11(1) oftbe lnspector General Act of 
1978 (S U.S.C. ApI'.) is 81lltmc!ed by inaertin, "or the ConuniJs1on&r ofPatonta and 
Trad.emsrk:I'· dtt "SOCial Seourlty AdmlnfaCrati<.m", Scotlon 11(2) 'ot the lupootor 
~ Act of 1978 i& amended by iosertlnt'iM United StatA:s Patent and 'I'radtImU 
omcc," aftor "Social $ecurlty Administration ... " 

Pa,p S8. strike lines 1 S throuah 16 aDd iDSO(t'"im .. d.~ application filed \U\der the 

treaty de6nQl in section 3S1(a)oftbis title deslpa1ina the Unltcd States under Artide 
21 (2)(1) of suCh treaty, the date of publlcadon of~ ap-" 

Pas. 59. line 4. wert "," after "appUcatiol1" 

Page 60, l1nc 4,IDscrt "dofin~.in ROti~"351(""gfU1jlJ titla" after 'waty" 

PIKe 61, strike all dlat follows "patent" In line 6 throush "lanJUap" in line 12. 

- --.,... 
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Honorable carlos J. Moorhead 
Chairman. Subcomrndttee on courts 

and Intellectual Property 
Committee on the Judiciary 
House of Representatives 
Wa.shington, D.C. 20515-6219 

Dea~ Mr. Chairman: 

FROM: WE I NBERG, J. 

Thank you for youX' letter regarding THle I of H.R. 3460. 
'I'hF'> TIP.paTtmBnt of Commerce is pleased that we have been able to 
work together in a truly bipartisan effort to "reinvent" the 
pat&nt ana ~r~~p.mnrk Office. We appreciate your staff's and 
Ranking Member Schroeder'~ staff's Work to addreBs the 
hdmin:l.8tration'il t:'onr.prnl'l wtt,h Title I. The Ac1ministration 
believes that the changeB that we have crafted together in the en 
b~nc floor manager's amandment h~v~ ~r.p.ated a bill that embodies 
the essential principles of the vice ~re81dent'e vision ot a 
Performance Saeed. Organ:l.sation, to fll",thp.r our mlltual goal of 
cre~ting a more efficient and effective patent and trademark 
office. 

Ie i~ our joint vi~lop to have a more bu~iness-li~ patont 
and trademark organ:Lzation that can better serve t.ha public and 
1:.htl immvdlL.ors whoae idealS are t;.he engine Of growth for our 
econo~. By granting the new organization operational 
flexibility .l.u t::.K.l:.!hange to~ gl!'eater accOuntQ.b111ty for achieving 
measurable results, the bill ~ke~ that vision a reality. 

It is also our joint view that the Executive Branch must, as 
you put it, "be able to eatiU;)liJ;Jh all .L.u1.~9L"Al:.ed po11cy on 
commercial and teChnology issues. n By n~king clear that the bill 
does not alter tbe Seoretary of commerce's atatutozy 
r&ApOllsibilit,y fnr directing patent and trademark policy, we have 
ensured the continuity Of appropriate pOlicy ~irec~1on and 
oversight. 

We also believe that other' changes: t..hat: you have added to 
addrQss Administration concerns, such aa ensuring that the there 
is independent Inspector General oversight and adequate personnel 
safeguards, will strengthen accountability ulechan;i.st\\l:\ that we I!ll.l 
endorse. The Administration iB alao pleased that the en bano 
manager's amp-ndmene addressee the central Const1t~tional and 
policy concerns of the Department of Justice with Title I. 

However. the DeparLment Qf Justice remains concerned about 

P.6/8 
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section 604 of Title VI. The redOVBry of attorneys' fees by 
individuals and email vu~luesses fxom the Government in OQOCO 

brought pursuant to 2e U.S.C. S 1498(a) is already provided in 
the Equal Access co J\lStiC8 A!.I\. (EALTA) , 28 U.S .C. § M1~ (d). Dy 
contrast. t.o BAJA, section 604 would provi~e tor attorneys' fees 
even where the position taken by Chf:! GUVtU"ullt:!uL is lSubstant.ially 
j'lstified by the law. This provialon wOuld, in fact, place the 
Government in a worse position than A private defendarJ.t 1" d 
patent infringement ~uit, against whom att.orney fees can be 
i'lwarded in "exceptional" cases. The prOVisions woul(1 discourage 
appropriate ~ettlementB and engender unnecessary litigation. by 
allowing private litigants to reject reasonable I:IElttl~ment otters 
safe in the knowledge that the Government will pay their 
attorneys' fees even 1.f t:hey are aW;:irded damages lese than the 
settlement offer. 

WE'! ilre committed to contilluinq to work together this year 
and in the future, as neoessary, to perfect this bipartisan 
effort: to ~ T'I'VC!!I'II". anp.w the Patent and Trademark Office so that it 
~ill remain one of the nation's most important resources fo. 
protecting and. ancour.<'I9 i l'lg t.hR preeimence of American innovation. 
[We believe, tor example, that there is still further work that 

'010 II\uat do to add:-er;:!;1 our ~onC'I!''I"1'IFI hI t'.hA Ilrp.aa of procurement 
and personnel, where we believe that the exemptions are broader 
t;hUn nCOCd~ary to provid.e thliil flQxibiHtip."a T"ACI\l1.:r.p.d.l 

SUDitantially improve thp. 
I,..htil United States. These 
Administration and are of 
ecullUllIl.u G01l1pet1t1venes8. 
leg!slation this session. 

level of patent protection provided in 
p"tont rofO~B are supported by thQ 
great importance to the Nation's 

We hope ~bWt ~hQy ~~n be enactQd in 

Title II provides for the publication of patent applications 
eighteen monthS atter the dttt,t:: VIJ wblcll they aro filed or f1:'om 
the d~te on which the earliest referenced applicat;i.on was filed. 
ThiEl pUb~icatiun w111 help prevent; ecollumi!.l U I./:ILUlll.lu!l by those 
who now delay the grant of patents to extend their period of 
protection unfairly. It will also promoce patent law 
harmonization that in the longer term will ~ke it easier and 
cheaper tor our small busineaees anQ individual inventors to 
Obtain protection abroad, as wall as discouraging duplicative 
research. As a sa!egvard for those whose applications are 

. published, it estab11she~ a prOVisional patent right that allows 
a patent owner to obtain a rea~onable royalty if, between the 
date of publication and the date of grant, another party 
infringes an inventiOn BUb~tantially identically claimed in the 
published application and the patent. Also, it makes Borne 
administrative delays a basiB for extension of the patent te~. 

Title II! creates a defer18e to R.n infringement action for partieB 
th~t r.i'l11 AFlt.ilhlish prior use in conunerce, includinq use in the 
design, testing, or production in the United States ot a product 
or se~d CF.I hA'I'Ol:'P. t.he date a patent applicat1Ql'I. wa$ filed in the 
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United State~ or the befo~e the priority filing ~~te. Tbis 
ensurefil tbd.l. lmrentors, who do not: sccl", p;).tont: prot8dtion, w11l. 
not be precluded uuf~iT.ly from practieing their invention by 
other inventort; whv Idol-e. Qbtlllin plItent prot:ootion for the e<U\\$ 
invention. 

Title IV is aimed at ensuring that inventors ~re fully informed 
prior to entering inco a contract ,(UL· luv~llt;!.Ol'l development 
services. It alBo provides a cavae of action if the service 
provider makes traudulent Claims or ne91~cL~ Lu disclose ~t.rial 
information to tbe invento~. 

Title V amends the patent reexamination prooedure to allow 
greater. participation of third parties who request raexam1natioll 
and expands the grounds for examination. Bnhanced ~eexamination 
procedures will provide a less expensive and more timely 
alternative to t;oliltly pilltemt litigation. 

T,/iRtly. Title VI contains several miscellaneous or "housekeeping" 
amendments including one to ena~re our 1~w provides priority 
conF.ti Flt.fmt:ly with our obligations to m'O cO\1ntI'it!~ tlud ol'l.e to 
authori~e submission ot patent applications through eledtronic 
madia. 

Once again. we t.hank you for your coromitment to workinq 
together in the apir1t of bipartisan coope~ation to produce a 
bill with pl:I.tent ;j;"~fortN; that. will hM1Il to erttlure our nation's 
~ontinued economic 9rowth~ 

P. 8/8 



E X E CUT I V E OFF ICE o F 

TO: 

FROM: 

SUBJECT: 

04-Sep-1996 06:46pm 

Elena Kagan 

Kathleen M. Whalen 
Office of the Counsel 

RE: attached 

THE PRE SID E N T 

That's clearly better. I still feel no limitation is best, but if it turns out 
to be the only option other than a "reason why" notification, it is decidedly 
better. 



E X E CUT I V E OFF ICE o F THE PRE SID E N T 

04-Sep-1996 06:25pm 

TO: Dorothy Robyn 

FROM: John A. Koskinen 
Office of Mgmt and Budget 

CC: Elena Kagan 

SUBJECT: RE: Congressional Notification Issue/PTO 

Thanks for the brief report of the brief meeting. Must be 
a new American record. 

I have a call in to Jack Quinn on the notification issue 
and will let you know how it turns out. 



E X E CUT I V E OFF ICE o F THE 

TO: 
TO: 

FROM: 

SUBJECT: 

04-Sep-1996 03:59pm 

John A. Koskinen 
Elena Kagan 

Dorothy Robyn 
National Economic Council 

Congressional Notification Issue/PTO 

PRE SID E N T 

I was just up meeting w/ the House Judiciary Comm. staff on the 
PTO bill (John: I'm sure John Kamensky will give you a summary; it 
was a good and short (!!) meeting.) When I indicated that we had 
not reached a final Administration position on the congressional 
notification issue, Rep. Schroeder's staff person spoke up to 
complain about Members reading it in the newspaper rather than 
being informed by the White House when someone senior is fired. 
She implied that that was the motivation (at least on Schroeder's 
part) for the language on notification. 

I don't have a view.on the disagreement between NPR/OMB and 
Counsel's office. But if Counsel's view prevails, one compromise 
w/ the Hill might be to have the President simply notify Congress 
without giving a reason for the removal of the Commissioner. 
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THE WHITE HOUSE 

WASHINGTON 

September 3, 1996 

MEMORANDUM FOR JACK QUINN 
KATHY WALLMAN 

FROM: ELENA KAGAN ,)0 

SUBJECT: REMOVAL PROVISIONS 

Last week, Kathy and I became involved in a mini-controversy 
regarding a provision in legislation concerning the Patent and 
Trademark Office (PTO). Under current law, the President may 
remove the Commissioner of Patents and Trademarks at will. The 
provision in dispute, though not directly limiting the removal 
power, would require the President to provide Congress with a 
statement of his reasons for removing the Commissioner. . 

DOJ has opined (with, I must admit, some encouragement from 
me and Kathy) that such a provision "may not actually violate any 
rule of constitutional law," but is "contrary to policies that 
are deeply embedded in our constitutional structure." In 
particular, DOJ notes that the reporting requirement "may in its 
practical operation function as a barrier to effective executive 
administration" and may "undermine the President's 
accountability." The provision's incompatibility with these 
~onstitutional policies is, in DOJ's view, "strong counsel 
against the proposal's enactment." The draft of the OLC opinion 
letter is attached. 

OMB and the Vice President's office (Elaine Kamarck) wish to 
accept (indeed, to encourage) such provisions -- with regard not 
only to the PTO, but also to numerous other governmental entities 
that it wishes to restructure as "performance-based 
organizations" (see attached list). According to John Koskinnen, 
many of the listed entities -- unlike the PTO -- are now headed 
by careerists, whom the President cannot remove in any event. In 
the case of entities now headed by political appointees, such as 
the PTO, Koskinnen argues that these positions in fact should be 
less subject to pure partisanship. In our conversation, however, 
Koskinnen seemed open to persuasion and compromise. 

I just learned of a meeting at 3:00 today to discuss the 
patent legislation. If we wish to press for elimination of the 
reporting requirement, it would be helpful to do so at that 
meeting (though it will not be our last chance to do so). To do 
this, we have to let Koskinnen and Kamarck know within the next 
hour or so that we are very serious about this. Are we?? 



Memorandum 

SUbject 

Proposal to Require the President to Report to 
Congress the Grounds for Terminating the 
Commissioner of Patents and Trademarks 

To From 
Christopher Schroeder Neil Kinkopf 

Date 
August 29, 1996 

We understand that legislation is under consideration that 
would alter the President's relationship to the Commissioner of 
Patents and Trademarks. Currently, this official may be removed at 
will. The legislation would permit the President to remove the 
Commissioner for any reason, but would add a requirement that the 
President transmit to the Congress his reasons for removing the 
Commissioner. 

While this mechanism may not represent· a constitutionally 
impermissible limitation on the President's removal 'power, it does 
impose an obstacle to the exercise of that power in a manner that 
should be initiated by the executive branch only with great 
caution. The Constitution's very structure suggests the importance 
of maintaining the hallmarks of -executive administration essential 
to effective action" as well the accountability to the public that 
stems from vesting ultimate authority in a single, politically 
responsible officer. Myers y, United States, 272 U.S. 52, 134 
(1926); see also The Federalist No. 70, at 476 (Alexander Hamilton) 
(Jacob E. Cooke ed., 1961) ("one of the weightiest objections to a 
plurality in the executive • • • is that it tends to conceal 
faults, and destroy responsibility·). The primary tool by which 
the Constitution. secures the President's ability to discharge 
"executive administration essential to effective action" is the 
removal power. Writing for the Court, Chief Justice, and former 
President, William Howard Taft explained: "Made responsible under 
the Constitution for the effective enforcement of the law, the 
President needs as an indispensable aiQ to meet it the disciplinary 
influence upon those who act under him of a reserve power of 
removal.- Myers, 272 U.S. at 132. Chief Justice Taft continued, 

[the President) must place in each member of his official 
family, and his chief executive subordinates, implicit 
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faith. The moment that he loses confidence in the 
intelligence, ability, judgment or loyalty of anyone of 
them, he must have the power to remove him without delay. 
To require him to file charges and submit them to the 
consideration of [another tribunal] might make impossible 
that unity and co-ordination in executive administration 
essential to effective action. 

Myers, 252 U.S. at 134. 

In Hyers, the Court was expressly addressing a provlslon that 
required the Senate to approve the President's decision to remove 
an officer. Although the proposed legislation would not require 
the President to await congressional approval, its practical effect 
could well be to disrupt the President's ability swiftly to 
discharge an official in whom. the President loses confidence. 
Indeed, experience teaches that when Congress attaches a reporting 
requirement to the President's removal power over a particular 
office, Congress expresses its expectation that the President will 
remove such an officeholder only for a limited class of causes and 
only once the cause is well established. As such, the reporting 
requirement may in its practical operation function as a barrier to 
effective executive administration. 

Moreover, this requirement may undermine the President's 
accountability. As Chief Justice Taft pointed out, the 
Constitution makes the President responsible for the execution of 
the law and ultimately holds the Pres ident accountable for the 
conduct of the President's subordinates. To the extent that the 
requirement would operate to insulate managerial decision making 
from the President·s control, the President will be held 
accountable for decisions that he had no actual or effective 
opportunity to influence, for the President retains, albeit only 
formalistically, the authority to exert influence. 

Because the proposed limitation on the President's removal 
power would detract from efficient administration and execution of 
the laws and would cloud executive accountability, it is contrary ID 
policies that are deeply embedded in our constitutional structure. 
Although the proposal may not actually violate any rule of 
constitutional law, its incompatibility with these fundamental 
policies is strong counsel against the proposal'S enactment. 



PERFORMANCE BASED ORGANIZATIONS (PBOs) CANDIDATES 
as of 05120196 

GROUP A = Announced in the Vice President's Speecb on March 4, 1996 and in tbe FY 1m Presidential 
Budget. 

GROUP B IS Not in the Speech or the BudgeL 

Candidate Conversion 
Department Function or Agency Team Members Pbone Number FAX Nombe 

PMC Sub-group on PBOs John Koskinen. OMB 
Tino Kam.arck.ExponImpon 
David Barram; GSA 
Mon Downey, DOT 
Madeleine Kunin. ED 
Richard Moose. State 
Dwight Robinson. HUD 

Advisory Jonathan Breul. OMS 202-395-5670 202-395-69i 
Group John Kamensky. NPR 202-632-01 SOX 103 202-632-O3~ 

Mary Mozingo. NPR 202-632-015Oxl16 202-632-03~ 

Piper Starr. Export-Impon 202-565-3767 202-565-37: 

Agriculrure Inspection of International Lonnie King, APHIS 202-720-3668 202-720-30~ 

Travelers and Cargo Terry Medley. APHIS 202-720-3861 202-720-30: 
CROUP A (Agricultural Quarantine & Donald Husnik. APHIS 202-720-5601 202-690-04' 

Inspection Service - Charles Rawls. USDA 202-120-6158 202-720-54 
APIDS) Scott Schearer. USDAlLeg 202-720-7095 202-720-80 

Mary Mozingo, NPR 202-632-015Oxl16 202-632-03 
Noah Engelberg, OMS 202-395-4763 202-395-49 

Commerce Intellectual Property Brad Huther. PTa 703-305-9200 703-305-90 
Rights (PTO) Alan Balutis_ DOC 202-482-3490 202-482-33 

GROUP A Eugenie Banon. DOC!Leg 202-482-0445 202-482-0: 

John Kamensky. NPR 202-632-0150xlO3 202-632-0~ 

Sarah Laskin. OMB 202-395-3918 202-395-11 

Commerce Technical Information Don Johnson. NTIS 703-487-4636 703-487-4( 
Dissemination (NTIS) Alan Balutis. DOC 202-482-3490 202-482-3: 

GROUP A Mark Bohannon. T AlLeg 202-482-1984 202-482-0: 
Eugenie Barton. DOC!Leg 202-482'()445 202-482-0 
John Kamensky. NPR 202-632-0150xI03 202-632-0 
Lisa Gaisford. OMB 202-395-3480 202-395-1 

Commerce, Mapping and Churting Donald Pryor. NOS 301-713-2780xI69 301-713-4 
Glenn Tallia. NOS 301-713-2967 301-713-4 

GROUPS Sue Fruchter. NOAA 202-482-5916 202-482-1 
Alan Balutis. DOC 202-482-3490 202-482-3 
Peter Dalmut. DOC!Lcg 202-482-3084 202-482-( 
John Kamensky_ NPR 202-632-015Ox103 202-632-( 
Sarah Laskin. OMB 202·395-3918 202-395-' 

:"T 



Candidate Conversion 
Department Function or Agency Ttam Members Phone Number FAX Numbe 

Commerce Seafood Inspection Seafood Inspection 202 202 
James Brennan. NOAA 202-482-4080 202-482-489:-

GROUPB Susan Fruchter. NOAA 202-482-5916 202-482-115( 
Alan Balutis. DOC 202-482-3490 202-482-336· 
Peter Dalmut. DOC/Leg 202-482-3084 202-482-051 : 
John Kamensky. NPR 202-632-015Oxl03 202-632-039' 
Sarah Laskin. OMB 202-395-3918 202-3951150 

Detense . Defense Commissary John McGowan. DeCA 804-734-8727 804-734-824 
Agency (DeCA) Dan Sclater. DeCA 703-695-3265 703-695-365 

GROlJP A Blair Ewing. DOD 703-697-8580 703-697-27'2 
Barbara HeffernanDOD/Leg 703-697-7197 703-614-337 
George Berquist. DOD 703-614-5789 703-614-579 
Marv Voskuhl. NPR 202-632-01SOxI41 202-632.()3<; 
Dan Costello. OMS 202-395-4570 202-395-57:2 

Education Student Aid Services Leo Kornteld. OSF AP/OPE 202-708-839\ 202-708-71 = 
Michael Gordon. ED 202-205-0724 202-401-30~ 

GROUPB Thomas Wolanin. EDlLeg 202-401-1 028 202-401-14: 
David Longanecker. ED 202-708-5547 202-708-98 
Donald Wurtz.. ED 202-401-0085 202-401-00i 
Ken Tolo. ED 202·205-0706 202-401-30' 
Glenn Perry. £D/Proc 202-708-9781 202-708-83 
Mary Mozingo. NPR 202-632-0150xlI6 202-632-03 
Barry White. OMB 202-395-4532 202-395-17 
Patricia Smith. OMS 202-395-5880 202-395-48 

HUD Mottgage lnsuranc~ Sarah Rosen. FHA 202-708-3600 202-708-25 
Services (FHA) Monica Schuster. HUD 202-708-0123 202-708-27 

GR(Wr A Monica Sussman.HUD/L~g 202-708-0636 202-708-33 
Alan Lombard. NPR 202-632-0 150x 119 202-632-0~ 

Ted Wartell_ OMB 202-395-1482 202-395-1: 

HUD Mortgage Insurance George Anderson. GNMA 202-708-4141 202-708-4: 
Services (GNMA) Monica Schuster. HUD 202-708-0123 202-708-2-

GROUP A Monica Sussman. HUD/Leg 202-708-0636 202-708-3: 
Alan Lombard. N PR 202-632-0150xl19 202-632-0: 
Ted WanelJ. OMS 202-395-\482 202-395-1 

OP\l Retirement Benetit Sidney Conley. ORP 202-606-0300 202-606-1 
Management Sl:f\"iccs Edward Flynn. ORP 202-606-0600 202-606-2 

GROl"r A (ORP) Michael Cushing. OPM 202-606-0010 202-606-2 
Douglas Walker. OPM 202-606-1000 202-606-2 
Steve Buttertield. NPR 202-632-0150:<140 202-632-C 
AI Seferian. OMB 202-395-1041 202-395-: 
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Candidate Conversion 
Department Function or Agency Team Members Phone Number FAX Numbe: 

State Passport Services Mary Ryan. Passport 202-647-9576 202-647-034 i 
(OCS) Elizabeth Soyster. Con.Aff. 202-647-0254 202-647-607': 

GROUPB Mary Procter. State 202-647-0196 202-647-252~ 

State/Leg, 202 202 
Jeff Morales. NPR 202-632-0150x130 202-632-039( 
Bruce Sasser. OMB 202-395-4580 202-395-565 

Transportation SL Lawrence S~away David Sander. Seaway 202-366-{)091 202-366-714' 
Corporation Marylou Batt. DOT 202-366-0070 202-366:-963· 

GROUP A Steve Palmer, DOTILeg 202-366-4573 202-366-734. 
Mary Mozingo. NPR 202-632-0150xl16 202-632-039 
David Tornquist. OMB 202-395-3257 202-395-479 
Sharon Barkeloo. OMB 202-395-3308 202-395-479 

Treasury U.S. Mint Jay Weinstein. Mint 202-874-6200 202·874-642 
John Murphy, TRE 202-622-2228 202-622-227 

GROUPB Robert Bean. TRE/Leg 202-622-1950 202-622-052 
Mary Mozingo. NPR 202-632-01S0xI16 202-632-03S 
Tina Evans-Mitchell. OMB 202-39S-1087 202-39S-68~ 

K.., '... ......~'-' • 



E X E CUT I V E OFF ICE o F THE PRE SID E N T 

03-Sep-1996 lO:50am 

TO: Dorothy Robyn 

FROM: John A. Koskinen 
Office of Mgmt and Budget 

CC: Elaine C. Kamarck 

SUBJECT: RE: PTO Bill 

I vote to leave the compormise language as is. John is 
correct in his statement that we're trying to get people hired as 
CEOs of the PBOs (love those acronyms) for full terms, rather than 
have them be viewed as purely political appointees. The language 
proposed is the same as that used for Inspectors General, so there 
is precedent for its use. Beyond the merits of the language, we 
have enough other issues that matter that we shouldn't clutter up 
the discussion at this time with this discussion. 

Somewhat belatedly, let me also respond to your inquiry 
about whether OMB should be able to "review and approve" or only 
"review" performance plans for the PTO. The Secretary has the 
unreviewed authority to hire the CEO, develop a "framework" 
agreement with him and pay the bonus earned under the performance 
agreement. We have had questions raised by the Hill about the 
concern that the Secretary will hire a friend and pay a bonus for 
showing up on time. Therefore, we have isolated the performance 
agreement, and its ties to the bonus, as the only place necessary 
for third party review to provide some assurance that the system 
works as proposed. The difference in "review and approve" and 
"review" may be semantics in light of the normal relationship 
between OMB and the agencies, but OMB's role in many areas is to 
oversee statutory requirements. 

I'm buying the pizza if we ever get this PBO established. 



EXECUTIVE OFFICE OF THE PRESIDENT 
Office of Management and Budget 

Office of the Deputy Director fOl" Management 
. Rm. 260 Old Executive Office Bldg. 

WaShington, DC 20503 

FAX COVER SHEET 

Date: September 3, 1996 

TO: Elena Kagan 

No. of pages (including cover sheet): 4 

Fax No.: 61647 Phone No.: 

FROM: John A. Koskinen 

Fax No.: 395-5730 Phone No.: 395-6190 

REMARKS: 

Here's the list of possible PBOs. The "B" list won't show up publicly until 
after January, but they'll help give you a feel for the l"ange of organizations 
beingcoDsidered. As we discussed, we intercepted the PTO in midstream, since 
Congressman Morehead had already introduced legislation creating a 
government corporation when we showed up. 

If you want to gather a group, it should include the VP's office (Elaine, 
Joho Kamensky and Mary Mozingo) as well as yOUl"S truly. 

Thanks. 

'a I 8WO'WO~d St'~t SB-80-d3S 



E X E CUT I V E OFF ICE o F THE PRE SID E N T 

TO: 
TO: 

FROM: 

03-Sep-1996 10:19am 

John A. Koskinen 
Elaine C. Kamarck 

Dorothy Robyn 
National Economic Council 

SUBJECT: PTO Bill 

One of the remaining issues on H.R. 3460 (Moorhead/Schroeader 
Patent Reform bill) has to do with congressional notification if 
the President wants to dismiss the Commissioner of PTO. H.R. 3460 
originally said the Pres. could not remove the Comm. prior to the 
expiration of his/her 5-year term except "for cause." Justice 
argued that such a restriction raised constitutional concerns, and 
the Judiciary Committee compromised: the current provision 
requires only that the Pres. notify both Houses of the reason for 
removal. 

Justice and WH Counsel's office want to press to remove even that 
requirement. It's not unconstitutional, in their view, but as a 
"functional invasion" of the President's prerogatives, it violates 
"constitutional policy." 

In the course of arguing over whether that objection should be 
raised again in an Admin. letter of support on HR 3460, John 
Kamensky expressed a quite different view -- namely, that the 
Administration wants the PTO Commissioner to be treated in a 
relatively non-political way, and therefore a requirement that the 
President notify Congress of the reasons for removal is actually 
desirable. Can you give us some guidance on this? 

~
t\v..J I\h.(. t ~loLJ ~f~1 -

cc: Elena Kagan, WH Counsel~ __________ --------_ 
Joh Kamensky, NPR 
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Kcnorabl@ Henry J. HYde 
Chdx-man 
Committee on th8 JUdieiary 
O.S. House at Representatives 
Washington, D.C. 20SlS 

Dear Mr. Chairman: 

U. S. DepArtment of Justice 

Office of Legislative Affainl 

w~. D.C. :OSJIJ 

J'une~O, 19~6 

The Depar~ment of ~usticc strongly oppoaee enactment of H.R. 
3460, the "Patent and TrademarK Office Government Corporation Act 
of 1996," as approved by the Su~comm1ttQ. on Ccu~ts and 
Incellectual Prope~ty. Our most 8o~iou. objections ooncern 
provisions that would! vest 1nd8pendent litigation authority in 
the new ccrpox-at1on; ~aise .significant constitutional issues; and 
raise seri.oua queGtiona about the impact :;,f the bill on caQes 
under the Federal TOrt Claims ACt. The A4ministratlon auppo~ts 
effo~~s to st~uctur& the ~atent and Tra~emark office ~. anew 
ori&ni2ation but beli.v~s that ~he nQw organ11ation should zema1n 
,t/1th.in 1;he Department of Commer~;lil, alt" the Departmep,t of Comme%'ce 
has p~opo8ed. We would welcomG a~ dPpor~un1ty to work with you 
on appropriate amen.c1ments. 

We have " Bummari2ed our concerns briefly in this letter. ~ 
attachment explains them in greacar 4ecail. 

s~ction 112 of the bill (a!!lending,lS U. S.~. § 2 (b) (311 
_ - grants ths ~~t.ant and Trademark Offic.e· (PTe) -'1nd~,ndent . 

- -l1tisiacin'g-authority by provicU,n!l ~hat .. the-P'1'O _-ma" 8ue and be 
auad in its corporate name and b. reprosente4J;y ike own 
.etornar' 1n all judicial eng admipjatrotiyo prgeeedi~qs" 

.(emphaa s 8~p,liedl. S.e~ion 119 of tho bill (naw is U.S.C. I 8) 
th.n set. forth ~roee4~reB under'which litigation by and a~ain8t. 
~he CQx-poration 1s to ~e handled (~. by permitting the 
Corporat.ion t.o -exercise; w1thout prio%" aut.boriz:ation from the 
Attorney General., the authorities an~ duties that would otherwise 
be exercised by the Att.orney General") ; 

Theae provisions detract fro~ the eantraliz.tiOft ot 

-- - --- - -.-
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li~ig&~ing Authority in the Attorney Caneral. ~, ~, 28 
U.S.C. U Sl~-:--~1,9, $47. Cent:!'a11zec1 litigating authority 
f~rtl1fi1r8 i:l number, of importan~ aDel long8t'llnding pollcy goals. 
Foremost _mong thea. i8 that the Government speak with one voiee 
in court. This permits the Government to present a uniform 
position on important legal queutione. Moreover, the existence 
c,f one central au~hority assures 'that one lncUvidual; tha 
Attorney Gen~ral, will ~e in 11 poaition to ~on8id.r tn_ potant1al 
impact of litigation upon the Covern~8nt aa a whole. Not only 
does this prevent one agency from espous1ng a. pod tion in court:. 
detrimental to t.he Oovernment as a whole, but:, it. Eacilitat.Qg 
presidential supervision,over Executive Branch policies 
imp11ci:lCeQ in litigation. For theae reasons, and for th~ 
ac1die1onal reasons aet forth in the attachment. it i.8 1mp'!ratj ve 
that these provisions be'deleted from the D~ll. 

-- CQD§t1tnt19pIl COncern. 

We believe that significant constitutional questions ar.~ 
posed. by provisions of H.R. 3460 tha~ would: (1.) reetr;i.t;t the 
President'e authority to ~emove the Commissioner of the PTO 
(i 113 (enacting 35 U .S.C. i 3 (a) (6»); and (z)provide that che 
person serving ~s Commiseioner'on the bill's effectivo date may 
serve &8 Commissioner of the ne~ ~TO until a new C~mm1gAioner is 
appOlnted (§ 113 (enacting 35 p. S. C. § 3 (h) (5)) • 

Aa WI!! explain 1n the attachment, we believe thAt the bill's 
~ttempt :0 impose restrictions, on the P.eeidont'. removal power 
i8 unw&~r&ntQd. and should be deleted. With re'spaet to tnlll , 
service or the previou~ iTO. COmrn~es.one~, we ~u3geet ~ltern~tivea 
to ,avoid any eonat1tutional problems. . 

federal Iqrt ClaimA Act Concerijs 

Enactment of H.R. 3460 wou14 disrupt the o:t'd.erly aefellee of 
tOrt suit. brought against the Un1t.d Stctee 6nd could interfere 
with Executive Branch control over paymentGfrom the Judgment 
Fund. I! th1S b111 wera cnacud,th9 Unitfild States .... ou14 
continue to eG' liable (as it 18 un4er current , law) for tort 
etaima hrought against employees or oft1cers of the,PTe in thai~ 
offi~i~~ capacity. ~ we have al~ •• dy no~e4, wo stron~ly object 
'to tne bill's prov1.iona that .lilOuld parmit .. ire attorneys to 
represent the agency independently of the Attorney aeneral i~ 
such proceedings. But apart from ehie question of litigation 
authority. we have two other eoneerns related to the defense of 
SUit I!I . brought under the Federal Tort ,Claims'. Act: (ll auceeseful 
claims under the rTCA should not bs paid out ot 'the JUelgment 
FUnd, ana (4) reqardlese of wha~ sourc. of federal money is u.ed 
to pay .uoh claim., the Attorney General should nave author1~y to 
~evlaw and approve any payment on an F~CA cla1m. 

With yesp.ct ~o the first pOlnt. if the PTO 1. to be 
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1ndependent ~d self-sufficient. the language of the ~1ll eho~lO 
mQ~e it BDsolately clear that all judgments ana eettlementa 
arising from ~he actions of its employea8 or officers are to be 
paid from lts own fund~, not thq J~d9ment Fund. In particular, 
1~ the ~TO is to ~. an ~6.PQnd.n~ corporation wieh an 
independent so~rce of ·1ncome. it. should be respons;l.ble for ite 
own judgment.. or eettlements {including tortolaimsl .in the same 
manne~ &8 the Postal Serviee is responsible for paying for 
juc1gments and settlements of tort cla1me brought e.9Ilin~t it. 
~, 39 U.S.C. S 409(e). We are concerned ~hat the language in 
proposed lS U.S.C. § 2(b) (171 may De inaOequate to ensure that 
t.he Judgment Fund is not liable for claims against the 
co~oration. Ac:c:ordi.ngly. this language should be amended as 
recommended in t.he attachment. 

Second. to preserve consistency in tne ilze ot settlements 
or judgmen~s that are paid for various types of ·tort c:l.ims, the 
Atto~ney Ceneral mU8t ~av. tha authority to review and approve 
such sattlements and judgments. This is espeCially imperativ~ to 
~he extent thet the bill can be reaQ to permit the payment of 
such cla1ma out of the Judgment Fund. under current law (28 
U.S.C. J 2414). the Attorn~y General reviews and' approve. all 
payments (inCluding ~ort c:la~~8 asainat the United Statesl from 
the Judgment FUnd {a permanent,· indetinite .. ppzoopdation 
established pursuant to 31 ~.S.C. S ~304(al). This provide. a 
vital ·check- Qn abu$ea that could interfere with the FUn~'8 
important. and unique .ta.t~tory purpose. It abo helps to ensure 
that settlements of oomparable caae; are both comparable and 
limited. E1I'en if H.R. 3460 were read noe to ilutbodz8 pel.ymente 
from the JUdgm~nt ~und ~= in_teed rcquiro4·e~oh p4ym&ntD to pe 
funded by the PTO, we ramain seriously con.carnea, about any 
pr~poB.l that would V81t a~tho1;ity In···an agency to O;Qmp~Om;;'liIe o~ 
&ettle tort or other cases ~r.de:pendan;:ly of the ~ttorn~y Qaneral. 
In our view. t:h. 1ns~itue1on8.l "c:hec:k" on paymen1;e trom 1;he 
JUd.gment Fund c;:ur.!:antly pl:'Qvidea Py this Q,partment ill uSleneial 
and should· be maintRin~d, evari·lf elaim& are paid from the PTO'a 
ownfunda and not tne J1Jdgment FWld .. 

* • • • • 
. " ·Tho Adminiecra~ion'l pr2Posal deee not suffer from the 
~rieiane1e8 outlined a])cv~ (ar 1;he odi.ei -daf1ciencie. detailed, _ -
in the attel.chment to this letter). We strongly recommend, -
therefore. thcat the COlIImittee adopt the Ad:mlnistl'atlon' 8 propoDs.l 
eo. address these is.usa in lie~ of the langUage in U.R. 3~'O. . . - ..... 

Thank you for the opportunity to provide our view.. If w. 
can be of further asoietance. pie ••• co not heBit~~e to contact. 
the Oepare~Bnt. The africe of Managem.nt and a~diet ha. advised 

-,----------.-, 
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Lhlit there is·no cbjection from the standpoint of the 
Adm1ni.trat1~~~ program to ~he presen~ation Of tbis report. 

Attachme':nt 

c~: Honorabla Jchn Conyere 
Ranking Minority Memb~r 

Since-rely. 

!L 

--

----
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DEnU.SD CONCEBNSAaOvr M.R. 3t6Q 

16:;depoodent Li;igat:. ion Authorit Y 

Section 112 of the bill (am.nding 35 V.S.C. B 2(b) (ll) 
grant~ the Patent &no Trademark Off1ce (PTe) independent 
litigating authority by providing that· the ~TO "ma.y sue and be 
sued in ite oorporata name And be teprQAentan by ite own 
attorneYs in all jud1C~'d adminiep'pt!yu' proceedings" 
(emphaai. supplied). Section 118 of the bill (new 35 U.S.C. § 8) 

. then sate forth proc~dure8 under which l1tigation by an~ against 
the corpOrat10n i8 to be handled (~, by rermicting the 
cc:-poration to "exerciae, loIit.hout prl.or author:l.zat1o:'l from the 
Attorney General, the aUthorities and dutie$ tha~ would otherw1~e 
be exercised by the Attorney Ceneral II in certain cas iii 8 ) .1 

Another provision etati!lii that the A1:torney Oene~al =-et .. ~ns 
authority to represent the PTO before the Supreme Court. ~ 
proposed 3S U.S.C. § 8(~) (4). Another prov16ion appea.s to allow 
tho· Attotney Gene=-al to taka over PTO litigation, atatiri~. 
" [T]he Attorney General may. 0 • file an appearance on ~ehalr of 
t.he Office or the officer or employee involved, without the 
coneent of tho Offi~e or the officer or e~ploye.. ~on such 
filing, the Aetorney General shall represent the Office or such 
officer or employee wieh eXClusive authority in the conduet, 
settlement, o~ compromise of that .ction or proceeding." .~ 
pr~poged 35 U.S.C, § 8~b) (1). ~he bill doea not =-equire the PTO 
to notify the Attorney.Ceneral of pending litigation. howev~r, 
nor don it prov.idsa ml!ehan~sm throu.gh· which the At~rney 
General will beGomc awa;te of PTO c:aeee for pU:pOIl~S of invo.ld.ng 
tbb proviGion. _ o· • 

This legisl.ation n.edlelil8~Y detraot.s fro", the esntralizat·ion 
of lit1gating authority in the ~ttorn8y General. ~,~~, 28 
U.S.C. !is 516, !iU, 547. C~nt;..r .. li.Jled. litigat.ing 5.utho~it.:r' 
fur~her" a n~m})eZ' 0.£ 1mpo1:'toll.nt and. lQngstanding polioy goals. 
'oremost among these is that the Govemmont 81'8&.)( wi;h one vQic:e 
in cour~. Thi, permits eh~ Government to present a uniform 
position on important ·le9al~eat~on8. Moreover. ~he ex1stence 
of one central autlro1r1ty usuraa that one indiv!dl.lal, ;h!! 0_0 . -

.11n a letter to tho Chai=-~ of the Subcommittee on courts and 
Intellectual Prcperty da.ted Odr.ober 3l. 19~5 on K. Jl. l.lS'. an 
earlier version of this legislation, w. etrongly o~~.c:t.d.. to the 
gZ' .. nt of independent .lit1gl.tion authority incluc1ad in that bill .. 
We note that, as c\lrrently drafted, the· scope of independent. 
litigation autho~it.y that would be conferred upon the PTe bY M.R . 

. 34'0 ~I iVan hroader Ing thereto;. more o\?jeotionabl<ll t.han eh. 
counterpart p~ovi8ions includ.ed. in H.R. 1659. 

-'- -.--
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Attorney Gen~t'al, will eoned"daX' t:he potenthl impact of 
. liclgatlon up~n' the Government: 88 a whole. NoC only does chis 
p~evont one agency from cepo~aing a position in court detrimental 
to th~ Government as a whole, but it facilitates presidential 
supervision over Executive Branch policies implicated in 
litigation. In addition, oentralization ·of litigating authnr1ty 
within the Department of Justice permite the development of a 
cadre of Government attorneye trainee and experienced in the 
specialized skills of advocacy. 

The Supreme Court: also ~.I reeognized the importance of 
chese policy concerns. An lnc1i viauill agency "necll!sB8ril y has a 
more parochial view of the interest of the Government in 
li tigar: ion" than does the Attorney General. ~ v. !':iRA Pol1t:l cal 
Victory fUnd, 115 S. Ct. 537, 542 (1994). The p~imary conce~na 
of an ageney arQ, of CourSQ, furtherance of ita regulatory - . 
policies and implementation of specific statutory functionB. The. 
Attorney General. by contrast. mUGt take into aocount broader 
inter.ests to represent all, Execu~1ve B~aneh agencies as well as 
the people of the ur-itcd Statea. Thu., the Court has recosni~eQ 
that the Covarnmant not only Qhould "speale wir:h one' voice," but 
that it should spea~ ~w1th a voice that reflects not the 
parochial interests of a particular agency, but the Qommon 
intCireats of the Government and ~h.refore of all chI! people." 
United StAtea v, PrgyidencSl Journal Co .. , 48S U.S. U3, 706 
(U8i) • . 

. I~ many cae~s, en agency'e spec1fic interests can be 
accommodated without eompromiaing the interests of the UnitEd 
St@..T:t!lS All a. whole.. In .ome case., however, the A1:torncy General 
,"""st rellolvQ 'an iiu;lu4I. in favor of broader federa.l· interests . 
rather than a part1t'ular . agency , 5 parochial· interes1; .1n such .. 
cases, the Department of ~""Gtice plays an'important role in 
protecting the Uniteo Statfts Rga~nse insular litigation 
decisions. Without centralized litigating author1ty, the 
Department of JUGtioe may not·evan ~e aware of litigating 

. pot!l1tions I;aken by many agencies, let alone hav.e tho opponunity 
to check an agency'. unrastrained asae:-tion of ita narrow 
il\tere.ta'. 

We do not believe that ~he minimal limit. on the PTO'§ 
liHgat:1ng autJro%:1ty conti.i~ in the prcpo .. ~ bill-Ara_' - ~ . 
• uff1cient to alleviate the problema discu.sed abov~. -In 
addiUon to patent and trademark .cAlles. proposed. 35 U.S.C • 
• 8 (b) (ll gives PTO &uthQ~1tI over an appa:rently wid. range of 
topil:e, including All c.s •• ·· nvo~ving an employee .a.eticg within .. , 
the 8cope of employmenc, tort matters, &8 well as mattera . . 
involving property. Unlike a.R. ~'S9, an earlier var.1on of this 
bill, the Attornev General apparently would noe ~etain ~ . 
au~hority ov.~ the dofens. of cases b~Qught Under ct&tutes w~th 
broad govGrn~ent-wide applicability (such a5 the Freedom of 
In!omar.ion Act: and the p,,1vacy Act). Mor." ..... e:,· cho bill cioeo 

.. --. .. ,..... --.....,...-_._-.-_ ... __ ._-_. 
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little to enetl.l:'8 that the Attorney General will retain /iul;hQrity 
Q¥or governmenrwwide legal iS8u~s ra~sed 1n che vAst majority of 
~TO 'caselli. 

Cases involvtn9 ~h8 ~at.nt and Trad~ma~k Offiee nften raige 
broad legal iUIJe8 ~hat .u.e of significance not jU8t to the 

'Patent and TT&oamark Office, but to all agencies within the 
Executive Branch. §U" A..-.ct.., aYll v. ~,u, SS 1".l'c!. 678 (D.C. 
C1r. 1995) (equitable tolling of statute of limitations) ; 
Che;",;, priye-In R,st.auran~lc IpC. v". ~1'I"Qner Qf patente « 
D;ademarks. 5l 1".30. 107e (D.C. C.l.x. 19'5) (bankruptcy auto~tic 
stay). Tort la~suits, for instanoe, will involve a'hoat of legal 
icsues that apply tc other Govl!lrnment agencies -- particularly 
since the bill 1ncot'poratcs the e~ceptiona to 'l:he l'ederal Tort: 
Claims Act, which are litigatad in eases involving every 
Government agency. S~ proposed 3~ U.S.c. § e(a) (3) . 

Mora importantly, in many cases it is 1mposei~le ·to 
detarmineat the outset of the l1tigation whether the ease will 
1nvolve Il legal hcua of 'c:ovsrnment..wide importance. ' At,torney 
General supervlsion is necessary to en8ure thAt litigating 
positions t~roughout the exeeutlve branch are eona~Gtent, and to 
ensure tha~ the Government's pOCit1cn is determin@d by 
considering the ovet'all interests of the United State a rather 
than the Gpecific inter.et of one agency. 

The Froviaion allowing the Attornoy Oeneral to take over a 
caee wi~hout the o~nsent of PTO (prc~osgd JS'U.S.C. J 8(b) (~)l 18 
not eufficient to pt-Ol;~ct the AttorntllY Qeneral-' II impart ant: role 
in en8ur~ng oonsistoncy in the Qovernment1o litigation ~oliey, 
That section does not provide for ncitice to the Department of 
J~8tice of pending ea~D1nvolving PTO, no~ does it re~re,Pto 
to infoX'TII the Department of JUltice .cf the ~art1cQlllr argulll@nte 
it 1ntenOs to raise in particula~ caies, Whi.e tb1s p~Qv1sion 
may 41~QW the Attorney ~neral to in~erYene in some C&leg, it 
does not provide the Attorney General with suf!1cienc ability to 
lfuPOt"ViSCli ongoing 11~igation to ene.u.s tbat part1cula~ a:l:'9\lmente 

'&:I:'e oonsistent with overall Governmant policy_ 

We ~.Gogni&. ~ha~ many ~TO caces involve eonplicated pa~ent 
and t:l'adeftla.:::-k. icauea--tb.at :I;: A quire expertise. tie 110 not b.~1eve, 
however, t;llJit. .this "tilubj.sc-t, matter jUlidfio5 abX'Clg'At'i~n of eke - __ 
Attorney Oeneral' & cenl:ral.hed 'litigation authOl'tty: ThA -.-
Department of JU8t1ee litigates many cases that involve 
Qomplica~ed and detailod,8t~tutory schemeD, inoluding p.tant and 
trademarK ca.i~. Depart~.nt attorneys can coo%dina~e the1r work 
with agency cO\U1lSel in compllcatcd mattera, .and the Depart-mene: 
elao can delegate CAGea to PTe attorneys whera appropriate, In 
addition. the'bill goes tar beyond pt'oviding indepondene 
.~tbority!Qr eomplicated patent ~na trademark caGes. Insteaa. 
it extends that authority to l'out1ne tort, contract, and oth~r 
caees. 

----- ---
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In ~he fAce of longstanding po11cy anQ court precedents 

favoring centralized litigating authority. those wishing to 
confur independent l.i.t~ga.tin9 authority .upon an as-sncy should IIet 
forth .trong reaaona for curtailing the Attorney General's role 
1n this regard. We do not believe that there are sufficiently 
compelling ~ea80ns in this oa80 to a~&ndon the well-established 
eoncept of centralized litigating authority. The deletion of 
these provisions from this bill ie imper~tivc. 

CPnst.lt:u!:1QnJl ',C;oncerna 

We helieve that significant. const.itutional questions are 
posed by the section. of H.R •. 3460 that (1) would restrict the 
President·. authority to remove the Commissioner of the PTO, and 
(2) prov1d~ that the person se~ing as Commissioner on the bill'S 
effective d&Ca may eerve as Commis8~oner of the ne~ PTO until a 
new ~ommit;"sioner is appo1nt:ed. We noce that t~ese q1.lestlons are 
~ p:ueentsd by the alcemati.ve lCilgilllat10n that the Commerc:e 
Departmen~ bAa proposed. . 

H.a. 3460 provides that the Commi~.ioner would be appointed 
by the President. by and w1~h the advice and conAent of the 
Senate, for a five-year term. The President co~ld not ~8mOVa the 
Commissioner from office prior eo the etCpirat'ion of t.h&t term, 
except "for eause. w iia proposed 35 U.S.C. § 3(&) (6). The 
Supreme Cou.rt hae held that "for ClaUSO· rc.triction. on the 
~ras:1.d.l!int' II. a\:'tho:::ity to r~mov~ off!~~r9 are ,,~ooneci.cut:lo!l.al if 
t.hP.!y "1l11P.ede the Predd.ent' II 1iI~1l1ty to perforn: hie 
conatit:utioi1al ducy·· to enlilure that t:he laws are faithfully 

··executed.· Monison V Q1e6Z3. 487 U_S. 654. 691 (l988). 'under 
that. IStandard, ~he remcval :n,str~c:t1on 11'1 Ii.R: 3460 would raiee 
eignifioanc ccnce1tue1cnal concernD if it were held to pr~olude 
ehe pres1dent from d1smi~s1ng the CcmmiB81gne~ for fa11ure to' 
carry oue the ~reeidene,' iii polioias. ~. " . 

In that' evant, the reetrict1Qn.vould scandon le~. secure 
constitutional footing than t.~e 11mi~&tion in the Rth!e8 in 
Govarn~n~ Act (EGAl. QQ. the Pre.ident'. ~r to femov_-. 
1nciepen';ent:··.00un8e1&-, which wu Ufhel.d by the- Si1llrellle Court-:;jJt 
MoIrilgn. In eon~ludin; that the EGA removal-res~riQt1gn-Q1Q not 
unduly hamper the President'. ability t.o pederm his dut1ee, the 
Court.in M~rr;,on observed that the independent coun.el 1. an 
inferior ~ficer. sub1ect to the 8upervi.~on gf 4n offioor.~th.r 

2 Some contend that policy cUea9X'selftent. betw •• n the President 
and an offie.r do not constitute ~CAUSI!I" for re1l1Oval within the 
meaning 01: statuteD that impose: restr1otions on the Preaident I.. 
~Qmov~l authority. . 

._._ ..... ---
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than tha Pres'biene, .LJL.,., the Attornay Qeneral. The Court alBO 
stressed thAt ~ba respcns1bi11ties, juri8d1c~iQn, and tenu~e of 
an independent counsel are ccnfined to tho dieorete. 
particul&rieed m~tter that forms toe subject o~ her inquiry. 
FUrthermore indepundenc counsels lack polieymaking And 
substantial administraeive authority. l,d. at 691. By oontr.st, 
under H.R. 3460. ~ne Comm1s11oner of the PTO would be a principal 
officer with the pcwer to appoint inferior offie.re. and would 
not be subject to the superviSion of any officer other than the 
prellident. Mo;z:'eovez;,' the Commiadoner would enj oy a lengthy 
tenurG of five yearCl. and ,du~in9 that time, wotlld ha.ve wide­
ranging jurisdiction to exercise sUbstant1_l au~hority over all 
patant and ~rademar~ ma~te~s. 

TO be sure. the =ommielioner woulcl perform "queal-jucU.c1a.l" 
and "~4si-lag1elative~ funetion~ ~hQt are analogous to th@ 

'duHes c:arried out by the boards that govern "J.ndependent" , 
.egulatory asencice. the members of which typically may not be 
removed by the President except • for ca.use." SO MUmphrey '.I 
EXecutor y. United States, 295 U.S. 602, 628 (1935) (upholding 
"for cause" restrioti,on on the Prellident.'. power to remove 
members of the Federal Trade commies ion , because th~ agency 
per{o::ms qUasi-judicial ,and quasi-legislative iunc:tiQt\.s that 
Congress ~nt.nd.d to be condueted "free from exeCutlva, 
ContrOl").3 However, those agencies invariably are headed ~ 
multi-member boards, an4 the marne.ra' t.rme are st.g~ered. Thus, 
&. PrQa1dent will be able to choose at l.aa8teom. of the members, 
and ~hrou9h hi. appgintmonte, have some say in polioymakiDg at 
ehe agency. But undlllr H.R. l~GO. tlle Commissioner, as sole 
dec1sionma~~r at the ?TO !or flv~ ye«re, might h~ld offl~e Q~i~g 
the enti~e ,~e~ of a Pre8id~nt-who had net appoint~ him. In 
ehoCl«! circut!'ist~~CQ8, the removal restriction in H.R; 3460 would 
wo~ tc strip the 'resident of meaniPsful policymakiug 1nput at 
tho PTO. I~ therefore po •• e a more .evere limitation on the 
~reBident's author~cy than ~he removal restrictions in the 
IiItatute •. that IlIEltabli.h the traditional h1ndependenc" agenc1aa. 4 

3 In Mgrrigon, the Supreme Court said that while the validity 
of a 'for caUAS" restr1ction on ,the Pres1dent'EI removal authority 
,doll/s, 'JlQt turrt on-l;ircly on the cl .. sElific:ati~n of _.an offioer's 
funot."1otia a. qua...i--lagielative 'or quu1-3U<nC1al, a .. - op~lIed to 
purely execut1ve, the na.ture 0' t.he offic~'i function~"remaintl a 
'r~lev&nt factor in the c:~n.titutional analyeis. ~ MQrriacQ, 487 
U.S. at 699-91. , ' 

4 We rai.ed the same t~e of objection last year with respacC' 
to the Social Security Independence and Pro9~&m impro~ement. Aet, 
~ub. ~. No. 103-296, wbich tOok the Sociat Security Administration 
out of the Depar~ment or Hea,lth and Human se¥'Vicee, and eDtablisblacl 
it as a separate agengy headed by • aingle commdseioner;who serves 
a lI~x-yQar term. and who may onlY ~e removed foz; "neglect of duty 

m,-, - -. '-..•. _--, ------ -----
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Whether or·-nee the remoqal r.&~rietion in H.R. 1460 would be 

held unconstitutional ~y a co~rt, it WQuld be an unwarranted 
int~81on on the rresident·s power. we therefore objeot to the 
restr1r.tlon. and urge that it be eliminated from the legillat1on. . . 

. ,H. R. 3460 atatee tha.t the pereon serving as PTO Commissioner 
"on the day before t.he etfective date of the (legislat1on] may 
serve as chs Commissj"oner unLilthe date on which a Com1tlil!sioner 
i8 appointed under (the legislation].n ill propoeed 35 U.S.C. 

,I 3(h) (4). This provision raises conCerns under the Appointments 
Clauses of Article 11 ot the ConlStitutlol'l, ,which requirea that 
principal officer. must be appointed by the Presidsnt. by and 
w1th the advice and consent cf the Senate. U.s. Const. Art: II. 
S 2, cl. 2. ~ 'MQrri'gn, 487 U.S. at 6?0. At presant. the 
Commissioner of the PTO, as that ottice 18 cons~ltuted with1n the 
Commerce Department , .. is appcinted 1n that maMer. W 3S U. s. C. 
§ 3. It is well-established that a principal officer who has 
bean appointed to an office in conformity ~ith the Appointments 
Claul!le ma.y be anigned by Conireu to per£o2:1l'I addi-;1onal 
funotions that are germans to thOSe that be already pertorms 
·without rendering it necee.ary that [hel ehoul~ be again 
nominated and apPointed. a Shoemaker v. United States, 147 U.S. 
282. 301. (l893). su. Al.G. KIiB!!! y. tlnitad SCii!te;, 114 S. Ct. 
752, 7SP (1994) (~affirming Shoem'6er). However, that rule doea 
not apply ~here Congress suh.tanti~lly transforme the nature of 
an e~1st1n9 off1yo and de.ignacel _ particular individual to head 

, \oI~.At ,1$ eaeailti~111 a ne .... office. a • ' 

-----.------------~ 
or malf_asanoe in offie." (which is.a variation' of" a qfor cause" 
removal re5~r1'ctioni. ~ president'lil Stlilcement on Signing the 
Social Security Independence and Program Improvements Aot,of 1994. 
30 Weekly ~omp. Pres. 000. 1676 (AUg. 22. 1'94) ("I must note that, 
11'1 the opinion of t.he Justice Department,' the provision' tha.t the 
President can ramove ~h. ai~gle Commiseioner only for neglect of 
duty or malfeasance in attica raises ~ signi'1~an~ ~on.~itutional 
question. ") . ' 

--~ -_5 For exCl~li, in ~lympiSi Federal splPaa & LOiD ~,-pireo;gr. 
g:m, '732 r. SUpp. 1183 (D.D.C. 1990),- t1i:e court. ,aons1dered an 
~po1ntments Claus. c::hRll,engoe to the provhionli in tbe l~U thrift 
:bail-out law t.hat aboliehc,ci the thr •• -member 'ed.erlill HOMe Loa7! Bank 
Board (FHLBB). and a8tab11shad in its'plaGi tbe Off1c8 of Thrift 
Supervision (OTS), head~d by a ein91e Directc~. 'The p.~.on aerving 
8& Chairman of the FHLBB on the affective dace of the lilw wAil 
designated by ~ongree. to serve ae the 1nitial Director of ~ha OTS. 
The ,aour~ held that thaos previsions violated the AppOlnl;mentS 
Claus.. because they (1) ~onhrred new dutios on I!l pe.rticular 
officer. rather than on on office .. an~ (H)' eran.fo~.d t.he nlltura 

-----~ .. -.:-.. ,-.. 
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We b~liev.:. e.hat \lnder )l.R. 3460, at; eurrently confitJUr~d, 
the office of PTa.commissioner will De transforme~ eo that it 
will becQrne a newoffice. 6 Thus, upon the e!fective date of 
iLR. 34&0, Congress may not pr.ovl.ds that the previous PTa 
Comm1ssione~ serve ~~ C~mm~.81~ne~ of the new PT0. This 
provi'.i.on chould be aB,minated. One altsrnativQwnuld. he to make 
the effective aate of tne new PTa the date that th~ new 
Commissioner i8 confirt1\COId by the Senate, .and hence is 
eonctitutionally authorized to alsume office. 

The~e .1e another alt8rn~~iv8. To avoid an un~~nstitutio~al 
result, language could ~a aaded allowing the Prasid~nt to 
de-ignate an interim Commhsioner of the President's owr. 
ohoodng, including the inc·umbent.. 

EniLctment of this legillllation, as currently dX'~f ted, would' 
~is~pt the oroGrly defense of tort suits brought ag~inst the 
united States an~ would inte~fe~e with Execut~ve Branch control 
over payments from the ~udgment VUnd. 

As dr_fead, the bill dOQ6 v101ence to the orde~ly hand11ng 
. of Federal Tozot ClaimS! Act eaGes for the followi.ng reaaons. 
First, itprov1~es that "with respect to aay action in which the 
Office is • p~rty or ~ officer or employe. eheZ'ecf is a party in 
his or her official eapacity, the Office. oft1cer, or employee 
may exerciae, without priQrautho~iz.tion from the Atto~ey 
General, eha authorities and duti~a that cth~rw1~e would be 
exercised by the Attorney General on behalf of the Office, 
officer,· or employee -..md..r tit1.e 28 0% ether lawa." .iD proposed 
35 U.S.C. "5 13 (bJ(l) . Second, it would also give the PTa the 
authority to Qe.tsrml.ne thaI; it. employees were acting Within thl! 

or the ·Fm..sa by malting itlS llUa. a eingl'e dirc<=tor,~n plaoe of a 
~hrea-perllon board. l!J... at 119'·93 .. 

E ~mong the factors tha~ l&sd us to that cohclu.ion·ar&~ (1) 
~h~ Commles1oner would Qe & principal off1cer ~ Qhazoge of a free-

- e'tanding entity, not simply an infe:r:i~-gff1c!lr h~~cfiJjg a colllPOnent 
within an agency; (2) ~he C01l1nlissioner wOloAld. have the pover to 
appoint inferior officers of ~he PTO; (l) the Commissioner woul~ 
s.erve for :a .longer ter1l\ than at present, and could. only be removed 
for caU~81 and (4) the respone1bilLties of ~he PTO,~as-set forth in 
S ll~ of ".R. 34'0 (amend.ing lS U.9.~. !I 2), are far more exPansive 
t.han the ottice's eX1st1ng charter, ~ 35 U.S.C. 56. We 
understand, however, that tho A6m1nietration is suogeating 
amendments that COUld signit1cantlYchange th~5e prgyisione, We' 
will continue to review those provisions a. the bill makes it. way 
through the Congreesional process. . 

~-::~--.- ... -. __ ." ... , "_._ .. ,_. 
.-. -.-- ,_. 



. ' 

• SENT BY=Xerox Tel ecopicr 7020 8- 9-96 2023773151" 202 456 2223;#16 - - .:.-.:,;-_ .. 

- 8 -

ceope of t:hail":;@mployment and substitute 1t:ulf as ill defendanc in 
their stead. ~ pxopoecQ 3$ U.S.C. 5 SIal (5). 

These provisions would disrupt the orderly prooasaing of 
tort claims e.ga1nGt the PTO and. o~he:r. federa.1 Etgenc1es. I'The 
proposed grant to the PTO o~ the Attorney General's authority in 
such cases w~uld mean that this one ent~ty would have un11mited 
authority to settle tort ea~es. thereby ~estroying the A~torney 

'Gp.neral's ability to ensu,rl1l that·eettlement.G of comparaole casa's 
u·e. compiI::"able and l1mited. A g:oant of such unbridled Settlement 
au.thority i$ totally unwarranted. 

This unpreoeQantad grant of authority to the PTO to maKe 
Qcope of employment determinations cou.ld have unintended 
consequence~ in c:riminGl matters, The Attorney General's 
pro •• cutive juclgmen~ muet: not be preempt:~Q 01' compromieec1 by- a 
scope ot employnu::nt certification or!gina~ing in the Corporati.on 
reapeceing the same ohallenged conduct. If the scope of 
employment determinat10n 'by. the Corporation wera deemsd to be 
conclueiv~, chan the Attorney Ceneral'e proseeutor1al authority 
would be aariously compromised. Whero there are pa~allel. 'civil 
and criminal conllequencea the ~ttorney General must be frea to 
e.r~e that the employee. acted outside the scope of his or her 
employment in order that the Government's position in the oivil 
case is consistent wit~ a deci5ion to proegeute. !he criminal 
justice process muct proeeed with the Attorney General's ~is· 
oretion unfetterel1 by pre.suras originating 1n UnaQoountable 
governmental entities. 

~ec~iQn llQ of H.R. 3'GC would !ss noted praviously) include 
a provi&ion that would permit the proposed new agency's pe~sonnel 
to exercise the authority he%'&tofor{;s .... ith-iri ~hc eJ<olusive d¢1!a.1~ 
of ~h= ACtorney General. If ~h. ne~ entity '1s to have its 
liLQili~y measurQd under the FICA as a federal ~gency. such 
l1t.1gat l~n IiIh(Julo be handled by the Att.orney Gene,ral. 

The language in proposed I 35 U.S.C. § 2 (e) (i7) may n.ot Qe 
ada~ate to en !lure t:h&t the Judgment Fund is not liahle for 
olaims against the proposed corporation. this subsection sno~ld 
be a~nded to state: -.hall pay any settlement or judgement 
entereQ-.9~~~.e ie gr &riling from ths act.~r Q~1ge1on pf @ov 
9 f fh;sr -OJ' amp] ovee ot tee PAten.t -and Irtierru:irls- gfUc.e. fr01ll the 
fund. of the Office and not from amo~ntc avail~ble under eect.1on 
130f of t~tla 31" (new language underlined). If this change i& 

_ not ma~ .th~bill Qould enQ~n90r the 3~dgmont Puno 8atabliehod in 
31 U.S.C.· 5 1304, baoauae it would not be abeioJ,ut:ely clear chat 
the Judgment FU~d could not be tapped. 

Unle •• the bill is Amended a& augge.~ed above, the courts 
might. well concluQc that the fed.e~al government ill liable under 
the Federal TQrt Claims Act for any tort. of the Office'. 
employees o~ lta officers, with paymont of any judgMents 

1IIaiLIit. . '-_~_.~._ .. _____ ._. __ ' _._ 
_.o...-_~_.~_._ ... _____ _ 



• SENT BY:Xcrox Tc I ccopic.r 7020 8- 9-.96 2023773151- 202 456 2223:#17 

IJ!!;<~"'-"" 

- p • 

apparen-ely 1:0 .. come from the Judgmant Fund. The Attorney 
Genoral's revieU'and approval Of payments from the FUn~ are 
intended to provide a vital Qhec~ on &buses that would interfere 
with the FUnd'~ import~nt and unique statutory purpose. ~ 
29 U.S.C. § 2414. The legislation would'eliminate this barrier J 

to unqualified paymantm. under the current statutory struoture, 
26 U.S.c. 5 2414 authorizes thQ Attorney General to certify tor 
payment compromise settlements &nd judgments rendered against.the 
United States. Where oertain other conditions are mae, sueh 
payment may be made from the Judgmen\; Fund el;ltabl1.&hed pursuant' 
to 31 U;S.C. § 1304. Under 'cur;:-ent law for i.nstance, tort 
comprot1\ie;ee in aettlemar\tB involving the. patent ind Tl'ademarlc 
Oftic:e are payable from t.he Judgment. P1Jno. not from fees 
collected purs"'~nt to provisions of the laws administered by that 
office. This ig so because the JUdgmer.t fUnd ~e intended 
primarily tC pay judgmente an~ eeetlct1\ente ~gainet th~ United 
StlLtel.'!. 

If the Corporation is to ·~e independent and s~lf-eufficient. 
all j~c!gments and settlements &riling from the actions of its 
employees or offlcers should be p&1d from ~t8 own funds. 

In sum. the bill as currently drAfted provides for wea~.r, 
rather than greater, ae~ountability on the part of the PTO. and 
no institutional check such &s the ~.tica Department now 
proviOes as guard1~n of the Judgm~nt Fund. In these . 
circumstances, permitting the OfficB to t.ap the Judgment Fund AS 
a result of ita own actions or to fund claims in· litigation in 
wh1cb the Office would h&~e regre&entQd itsel~, would be 
Qxtre~~ly imprudent. . 


